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Cite this Code: CFR

To cite the regulations in
this volume use title,
part and section num-
ber. Thus, 37 CFR 1.1
refers to title 37, part 1,
section 1.




Explanation

The Code of Federal Regulations is a codification of the general and permanent
rules published in the Federal Register by the Executive departments and agen-
cies of the Federal Government. The Code is divided into 50 titles which represent
broad areas subject to Federal regulation. Each title is divided into chapters
which usually bear the name of the issuing agency. Each chapter is further sub-
divided into parts covering specific regulatory areas.

Each volume of the Code is revised at least once each calendar year and issued
on a quarterly basis approximately as follows:

Title 1 through Title 16............. as of January 1
Title 17 through Title 27 ... as of April 1
Title 28 through Title 41 ... as of July 1
Title 42 through TItle 50 ... as of October 1

The appropriate revision date is printed on the cover of each volume.
LEGAL STATUS

The contents of the Federal Register are required to be judicially noticed (44
U.S.C. 1507). The Code of Federal Regulations is prima facie evidence of the text
of the original documents (44 U.S.C. 1510).

HOW TO USE THE CODE OF FEDERAL REGULATIONS

The Code of Federal Regulations is kept up to date by the individual issues
of the Federal Register. These two publications must be used together to deter-
mine the latest version of any given rule.

To determine whether a Code volume has been amended since its revision date
(in this case, July 1, 1999), consult the ‘“‘List of CFR Sections Affected (LSA),”
which is issued monthly, and the ‘‘Cumulative List of Parts Affected,”” which
appears in the Reader Aids section of the daily Federal Register. These two lists
will identify the Federal Register page number of the latest amendment of any
given rule.

EFFECTIVE AND EXPIRATION DATES

Each volume of the Code contains amendments published in the Federal Reg-
ister since the last revision of that volume of the Code. Source citations for
the regulations are referred to by volume number and page number of the Federal
Register and date of publication. Publication dates and effective dates are usu-
ally not the same and care must be exercised by the user in determining the
actual effective date. In instances where the effective date is beyond the cut-
off date for the Code a note has been inserted to reflect the future effective
date. In those instances where a regulation published in the Federal Register
states a date certain for expiration, an appropriate note will be inserted following
the text.

OMB CONTROL NUMBERS
The Paperwork Reduction Act of 1980 (Pub. L. 96-511) requires Federal agencies
to display an OMB control number with their information collection request.

A\



Many agencies have begun publishing numerous OMB control numbers as amend-
ments to existing regulations in the CFR. These OMB numbers are placed as
close as possible to the applicable recordkeeping or reporting requirements.

OBSOLETE PROVISIONS

Provisions that become obsolete before the revision date stated on the cover
of each volume are not carried. Code users may find the text of provisions in
effect on a given date in the past by using the appropriate numerical list of
sections affected. For the period before January 1, 1986, consult either the List
of CFR Sections Affected, 1949-1963, 1964-1972, or 1973-1985, published in seven sep-
arate volumes. For the period beginning January 1, 1986, a ‘“‘List of CFR Sections
Affected” is published at the end of each CFR volume.

INCORPORATION BY REFERENCE

What is incorporation by reference? Incorporation by reference was established
by statute and allows Federal agencies to meet the requirement to publish regu-
lations in the Federal Register by referring to materials already published else-
where. For an incorporation to be valid, the Director of the Federal Register
must approve it. The legal effect of incorporation by reference is that the mate-
rial is treated as if it were published in full in the Federal Register (5 U.S.C.
552(a)). This material, like any other properly issued regulation, has the force
of law.

What is a proper incorporation by reference? The Director of the Federal Register
will approve an incorporation by reference only when the requirements of 1 CFR
part 51 are met. Some of the elements on which approval is based are:

(a) The incorporation will substantially reduce the volume of material pub-
lished in the Federal Register.

(b) The matter incorporated is in fact available to the extent necessary to
afford fairness and uniformity in the administrative process.

(c) The incorporating document is drafted and submitted for publication in
accordance with 1 CFR part 51.

Properly approved incorporations by reference in this volume are listed in the
Finding Aids at the end of this volume.

What if the material incorporated by reference cannot be found? If you have any
problem locating or obtaining a copy of material listed in the Finding Aids of
this volume as an approved incorporation by reference, please contact the agency
that issued the regulation containing that incorporation. If, after contacting the
agency, you find the material is not available, please notify the Director of the
Federal Register, National Archives and Records Administration, Washington DC
20408, or call (202) 523-4534.

CFR INDEXES AND TABULAR GUIDES

A subject index to the Code of Federal Regulations is contained in a separate
volume, revised annually as of January 1, entitled CFR INDEX AND FINDING AIDS.
This volume contains the Parallel Table of Statutory Authorities and Agency
Rules (Table 1). A list of CFR titles, chapters, and parts and an alphabetical
list of agencies publishing in the CFR are also included in this volume.

An index to the text of “Title 3—The President’ is carried within that volume.

The Federal Register Index is issued monthly in cumulative form. This index
is based on a consolidation of the “Contents’ entries in the daily Federal Reg-
ister.

A List of CFR Sections Affected (LSA) is published monthly, keyed to the
revision dates of the 50 CFR titles.



REPUBLICATION OF MATERIAL

There are no restrictions on the republication of material appearing in the
Code of Federal Regulations.

INQUIRIES

For a legal interpretation or explanation of any regulation in this volume,
contact the issuing agency. The issuing agency’s name appears at the top of
odd-numbered pages.

For inquiries concerning CFR reference assistance, call 202-523-5227 or write
to the Director, Office of the Federal Register, National Archives and Records
Administration, Washington, DC 20408.

SALES

The Government Printing Office (GPO) processes all sales and distribution of
the CFR. For payment by credit card, call 202-512-1800, M-F, 8 a.m. to 4 p.m.
e.s.t. or fax your order to 202-512-2233, 24 hours a day. For payment by check,
write to the Superintendent of Documents, Attn: New Orders, P.O. Box 371954,
Pittsburgh, PA 15250-7954. For GPO Customer Service call 202-512-1803.

ELECTRONIC SERVICES

The full text of the Code of Federal Regulations, The United States Govern-
ment Manual, the Federal Register, Public Laws, Weekly Compilation of Presi-
dential Documents and the Privacy Act Compilation are available in electronic
format at www.access.gpo.gov/nara (‘“GPO Access’’). For more information, con-
tact Electronic Information Dissemination Services, U.S. Government Printing
Office. Phone 202-512-1530, or 888-293-6498 (toll-free). E-mail, gpoaccess@gpo.gov.

The Office of the Federal Register also offers a free service on the National
Archives and Records Administration’s (NARA) World Wide Web site for public
law numbers, Federal Register finding aids, and related information. Connect
to NARA'’s web site at www.nara.gov/fedreg. The NARA site also contains links
to GPO Access.

RAYMOND A. MOSLEY,
Director,
Office of the Federal Register.
July 1, 1999.






THIS TITLE

Title 37—PATENTS, TRADEMARKS AND COPYRIGHTS is composed of one volume.
The contents of this volume represent all current regulations codified under this
title of the CFR as of July 1, 1999.

In this revision, the parts in chapter |, subchapter A are regrouped according
to subject matter. All parts pertaining to patents—parts 1 and 5—appear sequen-
tially. All parts pertaining to trademarks—parts 2 and 6—follow, also in se-
quence. Part 3 which pertains to both patents and trademarks follows part 1.
Appropriate notes are inserted in the text to guide the user.

For this volume, Cheryl E. Sirofchuck was Chief Editor. The Code of Federal
Regulations publication program is under the direction of Frances D. McDonald,
assisted by Alomha S. Morris.
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if any changes have been made to the Code
of Federal Regulations or what documents
have been published in the Federal Register
without reading the Federal Register every
day? If so, you may wish to subscribe to the
LSA (List of CFR Sections Affected), the
Federal Register Index, or both.

LSA

The LSA (List of CFR Sections Affected) is
designed to lead users of the Code of Federal
Regulations to amendatory actions published in
the Federal Register. The LSA is issued monthly in
cumulative form. Entries indicate the nature of the
changes—such as revised, removed, or corrected.
$27 per year.

Federal Register index

The index, covering the contents of the daily
Federal Register, is issued monthly in cumulative
form. Entries are carried primarily under the names
of the issuing agencies. Significant subjects are
carried as cross-references.

$25 per year.

A finding aid is included in each publication which
lists Federal Register page numbers with the date
of publication in the Federal Register.
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CHAPTER |I—PATENT AND TRADEMARK OFFICE,

DEPARTMENT OF COMMERCE

EDITORIAL NOTE: Chapter I—Patent and Trademark Office, Department of Commerce, Sub-
chapter A—General, contains patent and trademark regulations. Subchapter A has been re-
structured to allow parts pertaining to patent regulations and trademark regulations to be

grouped separately.
SUBCHAPTER A—GENERAL

PATENTS

Part

Rules of practice in patent cases .........cccocvcvvvieiennnnn.

Assignment, recording and rights of assignee .........

[Reserved]

Secrecy of certain inventions and licenses to ex-
port and file applications in foreign countries .....

[Reserved]

Index I—Rules relating to patents ...............c.ooeee.e.

gabhweEk

~

TRADEMARKS

Rules of practice in trademark cases ......................

[Reserved]

Classification of goods and services under the
Trademark ACt ..o

Index II—Rules relating to trademarks ..................

o BN

PRACTICE BEFORE THE PATENT AND TRADEMARK OFFICE

10 Representation of others before the Patent and
Trademark Office .....coooiiiiiiiiiiie

15-15a [Reserved]
Index IllI—Rules relating to practice before the
Patent and Trademark Office .............ooiiiinin.

SUBCHAPTER B—GOVERNMENT INVENTIONS JURISDICTION
100-102 [Reserved]
SUBCHAPTER C—PROTECTION OF FOREIGN MASK WORKS

150 Requests for Presidential proclamations pursuant
10 17 U.S.C. 902(8)(2) teuvvreneneeneien e eeeeeee e eenas

184

193

217

273
277

296

327






SUBCHAPTER

PATENTS

PART 1—RULES OF PRACTICE IN
PATENT CASES

Subpart A—General Provisions

GENERAL INFORMATION AND CORRESPONDENCE

Sec.

1.1 Addresses for correspondence with the
Patent and Trademark Office.

1.2 Business to be transacted in writing.

1.3 Business to be conducted with decorum

and courtesy.

Nature of correspondence and signature

requirements.

Identification of application, patent or

registration.

Receipt of correspondence.

Times for taking action: Expiration on

Saturday, Sunday or Federal holiday.

1.8 Certificate of mailing or transmission.

1.9 Definitions.

1.10 Filing of correspondence by ‘“‘Express
Mail.”

1.4
1.5

1.6
1.7

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

1.11 Files open to the public.

1.12 Assignment records open to public in-
spection.

1.13 Copies and certified copies.

1.14 Patent applications preserved in con-
fidence.

1.15 Requests for identifiable records.

FEES AND PAYMENT OF MONEY

National application filing fees.

Patent application processing fees.

Patent issue fees.

Document supply fees.

Post issuance fees.

Miscellaneous fees and charges.

Fees payable in advance.

Method of payment.

Coupons.

Deposit accounts.

Refunds.

Statement of status as small entity.

Effect on fees of failure to establish
status, or change status, as a small enti-

ty.
Subpart B—National Processing Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR AGENT

1.31 Applicants may be represented by a
registered attorney or agent.
1.32 [Reserved]

A—GENERAL

1.33 Correspondence respecting patent ap-
plications, reexamination proceedings,
and other proceedings.

1.34 Recognition for representation.

1.36 Revocation of power of attorney or au-
thorization; withdrawal of attorney or
agent.

WHO MAY APPLY FOR A PATENT

1.41 Applicant for patent.

1.42 When the inventor is dead.

1.43 When the inventor is insane or legally
incapacitated.

1.44 Proof of authority.

1.45 Joint inventors.

1.46 Assigned inventions and patents.

1.47 Filing when an inventor refuses to sign
or cannot be reached.

1.48 Correction of inventorship in a patent
application, other than a reissue applica-
tion.

THE APPLICATION

1.51 General requisites of an application.

1.52 Language, paper, writing, margins.

1.53 Application number, filing date, and
completion of application.

1.54 Parts of application to be filed to-
gether; filing receipt.

1.55 Claim for foreign priority.

1.56 Duty to disclose information material
to patentability.

1.57 [Reserved]

1.58 Chemical
and tables.

1.59 Expungement of information or copy of
papers in application file.

1.60—162 [Reserved]

and mathematical formulae

OATH OR DECLARATION

1.63 Oath or declaration.

1.64 Person making oath or declaration.

1.66 Officers authorized to administer oaths.

1.67 Supplemental oath or declaration.

1.68 Declaration in lieu of oath.

1.69 Foreign language oaths and declara-
tions.

1.70 [Reserved]

SPECIFICATION

1.71 Detailed description and specification
of the invention.

Title and abstract.

Summary of the invention.

Reference to drawings.

Claim(s).

Arrangement of application elements.

Claiming benefit of earlier filing date
and cross-references to other applica-
tions.
1.79 Reservation clauses not permitted.

1.72
1.73
1.74
1.75
1.77
1.78
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THE DRAWINGS

1.81 Drawings required
tion.

1.83 Content of drawing.

1.84 Standards for drawings.

1.85 Corrections to drawings.

1.88 [Reserved]

in patent applica-

MODELS, EXHIBITS, SPECIMENS

1.91 Models or exhibits not generally admit-
ted as part of application or patent.

1.92 [Reserved]

1.93 Specimens.

1.94 Return of models,
mens.

1.95 Copies of exhibits.

1.96 Submission of computer program list-
ings.

exhibits or speci-

INFORMATION DISCLOSURE STATEMENT

1.97 Filing information disclosure state-
ment.

1.98 Content of information disclosure
statement.

1.99 [Reserved]

EXAMINATION OF APPLICATIONS

1.101 [Reserved]

1.102 Advancement of examination.

1.103 Suspension of action.

1.104 Nature of examination.

1.105—1.109 [Reserved]

1.110 Inventorship and date of invention of
the subject matter of individual claims.

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

1.111 Reply by applicant or patent owner.
1.112 Reconsideration before final action.
1.113 Final rejection or action.

AMENDMENTS

1.115 [Reserved]

1.116 Amendments after final action or ap-
peal.

1.117—1.119 [Reserved]

1.121 Manner of making amendments.

1.122—1.124 [Reserved]

1.125 Substitute specification.

1.126 Numbering of claims.

1.127 Petition from refusal to admit amend-
ment.

TRANSITIONAL PROVISIONS

1.129 Transitional procedures for limited ex-
amination after final rejection and re-
striction practice.

AFFIDAVITS OVERCOMING REJECTIONS

1.130 Affidavit or declaration to disqualify
commonly owned patent as prior art.
1.131 Affidavit or declaration of prior inven-
tion to overcome cited patent or publica-

tion.

37 CFR Ch. | (7-1-99 Edition)

1.132 Affidavits or declarations traversing
grounds of rejection.

INTERVIEWS

1.133 Interviews.

TIME FOR REPLY BY APPLICANT;
ABANDONMENT OF APPLICATION

1.134 Time period for reply to an Office ac-
tion.

1.135 Abandonment for
within time period.
1.136 Extensions of time.
1.137 Revival of abandoned application or

lapsed patent.
1.138 Express abandonment.
1.139 [Reserved]

failure to reply

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION

1.141 Different inventions in one national
application.

1.142 Requirement for restriction.

1.143 Reconsideration of requirement.

1.144 Petition from requirement for restric-
tion.

1.145 Subsequent presentation of claims for
different invention.

1.146 Election of species.

DESIGN PATENTS

1.151 Rules applicable.

1.152 Design drawings.

1.153 Title, description and claim, oath or
declaration.

1.154 Arrangement of application elements.

1.155 Issue of design patents.

PLANT PATENTS

1.161 Rules applicable.

1.162 Applicant, oath or declaration.

1.163 Specification and arrangement of ap-
plication elements.

1.164 Claim.

1.165 Plant drawings.

1.166 Specimens.

1.167 Examination.

REISSUES

Application for reissue.
Applicants, assignees.
Specification.

Drawings.

Reissue oath or declaration.
Examination of reissue.
Reissue in divisions.
Original patent.

Notice of reissue application.

PETITIONS AND ACTION BY THE COMMISSIONER

1.181 Petition to the Commissioner.

1.182 Questions not specifically provided
for.

1.183 Suspension of rules.

1.184 [Reserved]
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APPEAL TO THE BOARD OF PATENT APPEALS
AND INTERFERENCES

1.191 Appeal to Board of Patent Appeals and
Interferences.

1.192 Appellant’s brief.

1.193 Examiner’s answer and reply brief.

1.194 Oral hearing.

1.195 Affidavits or declarations after appeal.

1.196 Decision by the Board of Patent Ap-
peals and Interferences.

1.197 Action following decision.

1.198 Reopening after decision.

MISCELLANEOUS PROVISIONS

1.248 Service of papers; manner of service;
proof of service in cases other than inter-
ferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291 Protests by the public against pending
applications.

1.292 Public use proceedings.

1.293 Statutory invention registration.

1.294 Examination of request for publication
of a statutory invention registration and
patent application to which the request
is directed.

1.295 Review of decision finally refusing to
publish a statutory invention registra-
tion.

1.296 Withdrawal of request for publication
of statutory invention registration.

1.297 Publication of statutory invention
registration.

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT

1.301 Appeal to U.S. Court of Appeals for the
Federal Circuit.

1.302 Notice of appeal.

1.303 Civil action under 35 U.S.C. 145, 146,
306.

1.304 Time for appeal or civil action.

ALLOWANCE AND ISSUE OF PATENT

1.311
1.312
1.313
1.314

Notice of allowance.

Amendments after allowance.

Withdrawal from issue.

Issuance of patent.

1.315 Delivery of patent.

1.316 Application abandoned for failure to
pay issue fee.

1.317 Lapsed patents; delayed payment of
balance of issue fee.

1.318 [Reserved]

DISCLAIMER

1.321 Statutory disclaimers, including ter-
minal disclaimers.

CORRECTION OF ERRORS IN PATENT

1.322 Certificate of correction of Office mis-
take.

1.323 Certificate of correction of applicant’s
mistake.

Pt. 1

1.324 Correction of inventorship in patent.
1.325 Other mistakes not corrected.

ARBITRATION AWARDS

1.331-1.334 [Reserved]
1.335 Filing of notice of arbitration awards.

AMENDMENT OF RULES

1.351 Amendments to rules will
lished.
1.352 [Reserved]

be pub-

MAINTENANCE FEES

1.362 Time for payment of maintenance
fees.

1.363 Fee address for maintenance fee pur-
poses.

1.366 Submission of maintenance fees.

1.377 Review of decision refusing to accept
and record payment of a maintenence fee
filed prior to expiration of patent.

1.378 Acceptance of delayed payment of
maintenance fee in expired patent to re-
instate patent.

Subpart C—International Processing
Provisions

GENERAL INFORMATION

1.401 Definitions of terms under the Patent
Cooperation Treaty.

1.412 The United States Receiving Office.

1.413 The United States International
Searching Authority.

1.414 The United States Patent and Trade-
mark Ofice as a Designated Office or
Elected Office.

1.415 The International Bureau.

1.416 The United States International Pre-
liminary Examining Authority.

1.419 Display of currently valid control
number under the Paperwork Reduction
Act.

WHO MAY FILE AN INTERNATIONAL
APPLICATION

1.421 Applicant for
tion.

1.422 When the inventor is dead.

1.423 When the inventor is insane or legally
incapacitated.

Joint inventors.

Filing by other than inventor.

international applica-

THE INTERNATIONAL APPLICATION

1.431 International
ments.

1.432 Designation of States and payment of
designation and confirmation fees.

1.433 Physical requirements  of
national application.

1.434 The request.

1.435 The description.

1.436 The claims.

1.437 The drawings.

application require-

inter-
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1.438 The abstract.

FEES

1.445 International application filing, proc-
essing and search fees.

1.446 Refund of international
filing and processing fees.

application

PRIORITY

1.451 The priority claim and priority docu-
ment in an international application.

REPRESENTATION

1.455 Representation in international appli-
cations.

TRANSMITTAL OF RECORD COPY

1.461 Procedures for transmittal of record
copy to the International Bureau.

TIMING

1.465 Timing of application processing based
on the priority date.
1.468 Delays in meeting time limits.

AMENDMENTS

1.471 Corrections and amendments during
international processing.

1.472 Changes in person, name, or address of
applicants and inventors.

UNITY OF INVENTION

1.475 Unity of invention before the Inter-
national Searching Authority, the Inter-
national Preliminary Examining Author-
ity and during the national stage.

1.476 Determination of unity of invention
before the International Searching Au-
thority.

1.477 Protest to lack of unity of invention
before the International Searching Au-
thority.

INTERNATIONAL PRELIMINARY EXAMINATION

1.480 Demand for international preliminary
examination.

1.481 Payment of international preliminary
examination fees.

1.482 International
tion fees.

1.484 Conduct of international preliminary
examination.

1.485 Amendments by applicant during
international preliminary examination.

1.488 Determination of unity of invention
before the International Preliminary Ex-
amining Authority.

1.489 Protest to lack of unity of invention
before the International Preliminary Ex-
amining Authority.

preliminary examina-

NATIONAL STAGE

1.491 Entry into the national stage.
1.492 National stage fees.

37 CFR Ch. | (7-1-99 Edition)

1.494 Entering the national stage in the
United States of America as a Des-
ignated Office.

1.495 Entering the national stage in the
United States of America as an Elected
Office.

1.496 Examination of international applica-
tions in the national stage.

1.497 Oath or declaration under 35 U.S.C.
371(c)(4).

1.499 Unity of invention during the national
stage.

Subpart D—Reexamination of Patents

CITATION OF PRIOR ART

1.501 Citation of prior art in patent files.

REQUEST FOR REEXAMINATION

1.510 Request for reexamination.

1.515 Determination of the request for reex-
amination.

1.520 Reexamination at the initiative of the
Commissioner.

REEXAMINATION

1.525 Order to reexamine.

1.530 Statement; amendment by patent
owner.

1.535 Reply by requester.

1.540 Consideration of responses.

1.550 Conduct of reexamination proceedings.

1.552 Scope of reexamination in reexamina-
tion proceedings.

1.555 Information material to patentability
in reexamination proceedings.
1.560 Interviews in reexamination

ceedings.
1.565 Concurrent office proceedings.

pro-

CERTIFICATE

1.570 Issuance of reexamination certificate
after reexamination proceedings.

Subpart E—Interferences

1.601 Scope of rules, definitions.

1.602 Interest in applications and patents
involved in an interference.

1.603 Interference between applications;
subject matter of the interference.

1.604 Request for interference between ap-
plications by an applicant.

1.605 Suggestion of claim to applicant by
examiner.

1.606 Interference between an application
and a patent; subject matter of the inter-
ference.

1.607 Request by applicant for interference
with patent.

1.608 Interference between an application
and a patent; prima facie showing by ap-
plicant.

1.609 Preparation of interference papers by
examiner.
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1.610 Assignment of interference to admin-
istrative patent judge, time period for
completing interference.

1.611 Declaration of interference.

1.612 Access to applications.

1.613 Lead attorney, same attorney rep-
resenting different parties in an inter-
ference, withdrawal of attorney or agent.

1.614 Jurisdiction over interference.

1.615 Suspension of ex parte prosecution.

1.616 Sanctions for failure to comply with
rules or order or for taking and main-
taining a frivolous position.

1.617 Summary judgment against applicant.

1.618 Return of unauthorized papers.

1.621 Preliminary statement, time for fil-
ing, notice of filing.

1.622 Preliminary statement, who made in-
vention, where invention made.

1.623 Preliminary statement; invention
made in United States, a NAFTA coun-
try, or a WTO member country.

1.624 Preliminary statement; invention
made in a place other than the United
States, a NAFTA country, or a WTO
member country.

1.625 Preliminary statement; derivation by
an opponent.

1.626 Preliminary statement; earlier appli-
cation.

1.627 Preliminary statement; sealing before
filing, opening of statement.

1.628 Preliminary statement; correction of
error.

1.629 Effect of preliminary statement.

1.630 Reliance on earlier application.

1.631 Access to preliminary statement, serv-
ice of preliminary statement.

1.632 Notice of intent to argue abandon-
ment, suppression, or concealment by op-
ponent.

1.633 Preliminary motions.

1.634 Motion to correct inventorship.

1.635 Miscellaneous motions.

1.636 Motions, time for filing.

1.637 Content of motions.

1.638 Opposition and reply; time for filing
opposition and reply.

1.639 Evidence in support of motion, opposi-
tion, or reply.

1.640 Motions, hearing and decision, redec-
laration of interference, order to show
cause.

1.641 Unpatentability discovered by admin-
istrative patent judge.

1.642 Addition of application or patent to
interference.

1.643 Prosecution of
signee.

1.644 Petitions in interferences.

1.645 Extension of time, late papers, stay of
proceedings.

1.646 Service of papers, proof of service.

1.647 Translation of document in foreign
language.

interference by as-
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1.651 Setting times for discovery and taking
testimony, parties entitled to take testi-
mony.

1.652 Judgment for failure to take testi-
mony or file record.

1.653 Record and exhibits.

1.654 Final hearing.

1.655 Matters considered in rendering a final
decision.

1.656 Briefs for final hearing.

1.657 Burden of proof as to date of inven-
tion.

1.658 Final decision.

1.659 Recommendation.

1.660 Notice of reexamination, reissue, pro-
test, or litigation.

1.661 Termination of
judgment.

1.662 Request for entry of adverse judgment;
reissue filed by patentee.

1.663 Status of claim of defeated applicant
after interference.

1.664 Action after interference.

1.665 Second interference.

1.666 Filing of interference
agreements.

1.671 Evidence must comply with rules.

1.672 Manner of taking testimony.

1.673 Notice of examination of witness.

1.674 Persons before whom depositions may
be taken.

1.675 Examination of witness, reading and
signing transcript of deposition.

1.676 Certification and filing by officer,
marking exhibits.

1.677 Form of an affidavit or a transcript of

interference after

settlement

deposition.

1.678 Time for filing transcript of deposi-
tion.

1.679 Inspection of transcript.

1.682 Official records and printed publica-
tions.

1.683 Testimony in another
proceeding, or action.

1.684 [Reserved]

1.685 Errors and
tions.

1.687 Additional discovery.

1.688 Use of discovery.

1.690 Arbitration of interferences.

interference,

irregularities in deposi-

Subpart F—Extension of Patent Term

1.701 Extension of patent term due to pros-
ecution delay.

1.710 Patents subject to extension of the
patent term.

1.720 Conditions for extension of patent

term.

1.730 Applicant for extension of patent
term.

1.740 Application for extension of patent
term.

1.741 Filing date of application.
1.750 Determination of eligibility for exten-
sion of patent term.
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1.760 Interim extension of patent term
under 35 U.S.C. 156(e)(2).

1.765 Duty of disclosure in patent term ex-
tension proceedings.

1.770 Express withdrawal of application for
extension of patent term.

1.775 Calculation of patent term extension
for a human drug, antibiotic drug or
human biological product.

1.776 Calculation of patent term extension
for a food additive or color additive.

1.777 Calculation of patent term extension
for a medical device.

1.778 Calculation of patent term extension
for an animal drug product.

1.779 Calculation of patent term extension
for a veterinary biological product.

1.780 Certificate of extension of patent
term.

1.785 Multiple applications for extension of
term of the same patent or of different
patents for the same regulatory review
period for a product.

1.790 Interim extension of patent term
under 35 U.S.C. 156(d)(5).

1.791 Termination of interim extension
granted prior to regulatory approval of a
product for commercial marketing or
use.

Subpart G—Biotechnology Invention
Disclosures

DEPOSIT OF BIOLOGICAL MATERIAL

1.801 Biological material.

1.802 Need or Opportunity to make a de-
posit.

1.803 Acceptable depository.

1.804 Time of making an original deposit.

1.805 Replacement or supplement of deposit.

1.806 Term of deposit.

1.807 Viability of deposit.

1.808 Furnishing of samples.

1.809 Examination procedures.

APPLICATION DISCLOSURES CONTAINING
NUCLEOTIDE AND/OR AMINO ACID SEQUENCES

1.821 Nucleotide and/or amino acid sequence
disclosures in patent applications.

1.822 Symbols and format to be used for nu-
cleotide and/or amino acid sequence
data.

1.823 Requirements for nucleotide and/or
amino acid sequences as part of the ap-
plication papers.

1.824 Form and format for nucleotide and/or
amino acid sequence submissions in com-
puter readable form.

1.825 Amendments to or replacement of se-
quence listing and computer readable
copy thereof.

APPENDIX A TO SUBPART G TO PART 1—SAM-
PLE SEQUENCE LISTING

AUTHORITY: 35 U.S.C. 6 and 23, unless other-
wise noted.
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SOURCE: 24 FR 10332, Dec. 22, 1959, unless
otherwise noted.

EDITORIAL NOTE: In Patent and Trademark
Office publications and usage the part num-
ber is omitted from the numbers of §§1.1 to
1.352 and the numbers to the right of the dec-
imal point correspond with the respective
rule numbers.

Subpart A—General Provisions

GENERAL INFORMATION AND

CORRESPONDENCE
§1.1 Addresses for correspondence
with the Patent and Trademark Of-

fice.

(a) Except for §1.1(a)(3) (i) and (ii), all
correspondence intended for the Patent
and Trademark Office must be ad-
dressed to either ‘“‘Commissioner of
Patents and Trademarks, Washington,
DC 20231’ or to specific areas within
the Office as set out in paragraphs (a)
(1), (2) and (3)(iii) of this section. When
appropriate, correspondence should
also be marked for the attention of a
particular office or individual.

(1) Patent correspondence. All cor-
respondence concerning patent matters
processed by organizations reporting to
the Assistant Commissioner for Pat-
ents should be addressed to ‘‘Assistant
Commissioner for Patents, Wash-
ington, DC 20231.””

(2) Trademark correspondence. All cor-
respondence concerning trademark
matters, except for trademark-related
documents sent to the Assignment Di-
vision for recordation and requests for
certified and uncertified copies of
trademark application and registration
documents, should be addressed to ‘*As-
sistant Commissioner for Trademarks,
2900 Crystal Drive, Arlington, Virginia
22202-3513.”” This includes correspond-
ence intended for the Trademark Trial
and Appeal Board.

(3) Office of Solicitor correspondence. (i)
Correspondence relating to pending
litigation required by court rule or
order to be served on the Solicitor
shall be hand-delivered to the Office of
the Solicitor or shall be mailed to: Of-
fice of the Solicitor, P.O. Box 15667, Ar-
lington, Virginia 22215; or such other
address as may be designated in writ-
ing in the litigation. See §§1.302(c) and
2.145(b)(3) for filing a notice of appeal
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to the U.S. Court of Appeals for the
Federal Circuit.

(ii) Correspondence relating to dis-
ciplinary proceedings pending before
an Administrative Law Judge or the
Commissioner shall be mailed to: Of-
fice of the Solicitor, P.O. Box 16116, Ar-
lington, Virginia 22215.

(iii) All other correspondence to the
Office of the Solicitor shall be ad-
dressed to: Box 8, Commissioner of Pat-
ents and Trademarks, Washington, DC
20231.

(iv) Correspondence improperly ad-
dressed to a Post Office Box specified
in paragraphs (a)(3) (i) and (ii) of this
section will not be filed elsewhere in
the Patent and Trademark Office, and
may be returned.

(b) Letters and other communica-
tions relating to international applica-
tions during the international stage
and prior to the assignment of a na-
tional serial number should be addi-
tionally marked ““‘Box PCT.”

() Requests for reexamination
should be additionally marked ‘‘Box
Reexam.”’

(d) Payments of maintenance fees in
patents and other communications re-
lating thereto should be additionally
marked ‘“‘Box M. Fee.”’

(e) Communications relating to
interferences and applications or pat-
ents involved in an interference should
be additionally marked “BOX INTER-
FERENCE.”

(f) All applications for extension of
patent term and any communications
relating thereto intended for the Pat-
ent and Trademark Office should be ad-
ditionally marked ‘““Box Patent Ext.”
When appropriate, the communication
should also be marked to the attention
of a particular individual, as where a
decision has been rendered.

(g) [Reserved]

(h) In applications under section 1(b)
of the Trademark Act, 15 U.S.C. 1051(b),
all statements of use filed under sec-
tion 1(d) of the Act, and requests for
extensions of time therefor, should be
additionally marked “Box ITU.”

(i) The filing of all provisional appli-
cations and any communications relat-
ing thereto should be additionally
marked ‘‘Box Provisional Patent Appli-
cation.”
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NOTE: Sections 1.1 to 1.26 are applicable to
trademark cases as well as to national and
international patent cases except for provi-
sions specifically directed to patent cases.
See §1.9 for definitions of ‘“‘national applica-
tion”” and “‘international application.”

(Pub. L. 94-131, 89 Stat. 685)

[46 FR 29181, May 29, 1981, as amended at 49
FR 34724, Aug. 31, 1984; 49 FR 48451, Dec. 12,
1984; 52 FR 9394, Mar. 24, 1987; 53 FR 16413,
May 9, 1988; 54 FR 37588, Sept. 11, 1989; 60 FR
20220, Apr. 25, 1995; 61 FR 56446, Nov. 1, 1996]

§1.2 Business to be transacted in writ-
ing.

All business with the Patent and
Trademark Office should be transacted
in writing. The personal attendance of
applicants or their attorneys or agents
at the Patent and Trademark Office is
unnecessary. The action of the Patent
and Trademark Office will be based ex-
clusively on the written record in the
Office. No attention will be paid to any
alleged oral promise, stipulation, or
understanding in relation to which
there is disagreement or doubt.

§1.3 Business to be conducted with de-
corum and courtesy.

Applicants and their attorneys or
agents are required to conduct their
business with the Patent and Trade-
mark Office with decorum and cour-
tesy. Papers presented in violation of
this requirement will be submitted to
the Commissioner and will be returned
by the Commissioner’s direct order.
Complaints against examiners and
other employees must be made in cor-
respondence separate from other pa-
pers.

[61 FR 56446, Nov. 1, 1996]

§1.4 Nature of correspondence and
signature requirements.

(a) Correspondence with the Patent
and Trademark Office comprises:

(1) Correspondence relating to serv-
ices and facilities of the Office, such as
general inquiries, requests for publica-
tions supplied by the Office, orders for
printed copies of patents or trademark
registrations, orders for copies of
records, transmission of assignments
for recording, and the like, and

(2) Correspondence in and relating to
a particular application or other pro-
ceeding in the Office. See particularly
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the rules relating to the filing, proc-
essing, or other proceedings of national
applications in subpart B, 8§§1.31 to
1.378; of international applications in
subpart C, §§1.401 to 1.499; of reexam-
ination of patents in subpart D, §§1.501
to 1.570; of interferences in subpart E;
§§1.601 to 1.690; of extension of patent
term in subpart F, §§1.710 to 1.785; and
of trademark applications §§2.11 to
2.189.

(b) Since each application file should
be complete in itself, a separate copy
of every paper to be filed in an applica-
tion should be furnished for each appli-
cation to which the paper pertains,
even though the contents of the papers
filed in two or more applications may
be identical.

(c) Since different matters may be
considered by different branches or sec-
tions of the Patent and Trademark Of-
fice, each distinct subject, inquiry or
order should be contained in a separate
letter to avoid confusion and delay in
answering letters dealing with dif-
ferent subjects.

(d)(1) Each piece of correspondence,
except as provided in paragraphs (e)
and (f) of this section, filed in a patent
or trademark application, reexamina-
tion proceeding, patent or trademark
interference proceeding, patent file or
trademark registration file, trademark
opposition proceeding, trademark can-
cellation proceeding, or trademark
concurrent use proceeding, which re-
quires a person’s signature, must ei-
ther:

(i) Be an original, that is, have an
original signature personally signed in
permanent ink by that person; or

(ii) Be a direct or indirect copy, such
as a photocopy or facsimile trans-
mission (§1.6(d)), of an original. In the
event that a copy of the original is
filed, the original should be retained as
evidence of authenticity. If a question
of authenticity arises, the Patent and
Trademark Office may require submis-
sion of the original.

(2) The presentation to the Office
(whether by signing, filing, submitting,
or later advocating) of any paper by a
party, whether a practitioner or non-
practitioner, constitutes a certifi-
cation under §10.18(b) of this chapter.
Violations of §10.18(b)(2) of this chapter
by a party, whether a practitioner or
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non-practitioner, may result in the im-
position of sanctions under §10.18(c) of
this chapter. Any practitioner vio-
lating §10.18(b) may also be subject to
disciplinary action. See §§10.18(d) and
10.23(c)(15).

(e) Correspondence requiring a per-
son’s signature and relating to reg-
istration to practice before the Patent
and Trademark Office in patent cases,
enrollment and disciplinary investiga-
tions, or disciplinary proceedings must
be submitted with an original signa-
ture personally signed in permanent
ink by that person.

(f) When a document that is required
by statute to be certified must be filed,
a copy, including a photocopy or fac-
simile transmission, of the -certifi-
cation is not acceptable.

(9) An applicant who has not made of
record a registered attorney or agent
may be required to state whether as-
sistance was received in the prepara-
tion or prosecution of the patent appli-
cation, for which any compensation or
consideration was given or charged,
and if so, to disclose the name or
names of the person or persons pro-
viding such assistance. Assistance in-
cludes the preparation for the appli-
cant of the specification and amend-
ments or other papers to be filed in the
Patent and Trademark Office, as well
as other assistance in such matters,
but does not include merely making
drawings by draftsmen or stenographic
services in typing papers.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub.
L. 97-247)

[24 FR 10332, Dec. 22, 1959, as amended at 48
FR 2707, Jan. 20, 1982; 49 FR 48451, Dec. 12,
1984; 53 FR 47807, Nov. 28, 1988; 58 FR 54501,
Oct. 22, 1993; 62 FR 53180, Oct. 10, 1997]

8§1.5 Identification of application, pat-
ent or registration.

(a) No correspondence relating to an
application should be filed prior to re-
ceipt of the application number from
the Patent and Trademark Office.
When a letter directed to the Patent
and Trademark Office concerns a pre-
viously filed application for a patent,
it must identify on the top page in a
conspicuous location, the application
number (consisting of the series code
and the serial number; e.g., 07/123,456),
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or the serial number and filing date as-
signed to that application by the Pat-
ent and Trademark Office, or the inter-
national application number of the
international application. Any cor-
respondence not containing such iden-
tification will be returned to the send-
er where a return address is available.
The returned correspondence will be
accompanied by a cover letter which
will indicate to the sender that if the
returned correspondence is resubmitted
to the Patent and Trademark Office
within two weeks of the mailing date
on the cover letter, the original date of
receipt of the correspondence will be
considered by the Patent and Trade-
mark Office as the date of receipt of
the correspondence. Applicants may
use either the Certificate of Mailing or
Transmission procedure under §1.8 or
the Express Mail procedure under §1.10
for resubmissions of returned cor-
respondence if they desire to have the
benefit of the date of deposit with the
United States Postal Service. If the re-
turned correspondence is not resub-
mitted within the two-week period, the
date of receipt of the resubmission will
be considered to be the date of receipt
of the correspondence. The two-week
period to resubmit the returned cor-
respondence will not be extended. In
addition to the application number, all
letters directed to the Patent and
Trademark Office concerning applica-
tions for patents should also state the
name of the applicant, the title of the
invention, the date of filing the same,
and, if known, the group art unit or
other unit within the Patent and
Trademark Office responsible for con-
sidering the letter and the name of the
examiner or other person to which it
has been assigned.

(b) When the letter concerns a patent
other than for purposes of paying a
maintenance fee, it should state the
number and date of issue of the patent,
the name of the patentee, and the title
of the invention. For letters con-
cerning payment of a maintenance fee
in a patent, see the provisions of
§1.366(c).

(c) A letter relating to a trademark
application should identify it as such
and by the name of the applicant and
the serial number and filing date of the
application. A letter relating to a reg-
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istered trademark should identify it by
the name of the registrant and by the
number and date of the certificate.

(d) A letter relating to a reexamina-
tion proceeding should identify it as
such by the number of the patent un-
dergoing reexamination, the reexam-
ination request control number as-
signed to such proceeding and, if
known, the group art unit and name of
the examiner to which it has been as-
signed.

(e) When a paper concerns an inter-
ference, it should state the names of
the parties and the number of the in-
terference. The name of the examiner-
in-chief assigned to the interference
(81.610) and the name of the party fil-
ing the paper should appear conspicu-
ously on the first page of the paper.

(f) When a paper concerns a provi-
sional application, it should identify
the application as such and include the
application number.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub.
L. 97-247)

[24 FR 10332, Dec. 22, 1959, as amended at 46
FR 29181, May 29, 1981; 49 FR 552, Jan. 4, 1984,
49 FR 48451, Dec. 12, 1984; 53 FR 47807, Nov. 28,
1988; 58 FR 54501, Oct. 22, 1993;61 FR 42802,
Aug. 19, 1996; 61 FR 56446, Nov. 1, 1996]

81.6 Receipt of correspondence.

(a) Date of receipt and Express Mail
date of deposit. Correspondence received
in the Patent and Trademark Office is
stamped with the date of receipt except
as follows:

(1) The Patent and Trademark Office
is not open for the filing of correspond-
ence on any day that is a Saturday,
Sunday or Federal holiday within the
District of Columbia. Except for cor-
respondence transmitted by facsimile
as provided for in paragraph (a)(3) of
this section, no correspondence is re-
ceived in the Patent and Trademark
Office on Saturdays, Sundays or Fed-
eral holidays within the District of Co-
lumbia.

(2) Correspondence filed in accord-
ance with §1.10 will be stamped with
the date of deposit as “Express Mail”’
with the United States Postal Service.

(3) Correspondence transmitted by
facsimile to the Patent and Trademark
Office will be stamped with the date on
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which the complete transmission is re-
ceived in the Patent and Trademark
Office unless that date is a Saturday,
Sunday, or Federal holiday within the
District of Columbia, in which case the
date stamped will be the next suc-
ceeding day which is not a Saturday,
Sunday, or Federal holiday within the
District of Columbia.

(b) Patent and Trademark Office Post
Office pouch. Mail placed in the Patent
and Trademark Office pouch up to mid-
night on any day, except Saturdays,
Sundays and Federal holidays within
the District of Columbia, by the post
office at Washington, DC, serving the
Patent and Trademark Office, is con-
sidered as having been received in the
Patent and Trademark Office on the
day it was so placed in the pouch by
the U.S. Postal Service.

(c) Correspondence delivered by hand.
In addition to being mailed, cor-
respondence may be delivered by hand
during hours the Office is open to re-
ceive correspondence.

(d) Facsimile transmission. Except in
the cases enumerated below, cor-
respondence, including authorizations
to charge a deposit account, may be
transmitted by facsimile. The receipt
date accorded to the correspondence
will be the date on which the complete
transmission is received in the Patent
and Trademark Office, unless that date
is a Saturday, Sunday, or Federal holi-
day within the District of Columbia.
See §1.6(a)(3). To facilitate proper proc-
essing, each transmission session
should be limited to correspondence to
be filed in a single application or other
proceeding before the Patent and
Trademark Office. The application
number of a patent or trademark appli-
cation, the control number of a reex-
amination proceeding, the interference
number of an interference proceeding,
the patent number of a patent, or the
registration number of a trademark
should be entered as a part of the send-
er’s identification on a facsimile cover
sheet. Facsimile transmissions are not
permitted and if submitted, will not be
accorded a date of receipt, in the fol-
lowing situations:

(1) Correspondence as specified in
§1.4(e), requiring an original signature;

(2) Certified documents as specified
in §1.4(f);
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(3) Correspondence which cannot re-
ceive the benefit of the certificate of
mailing or transmission as specified in
§1.8(a)(2)(i) (A) through (D) and (F),
§1.8(a)(2)(i)(A), and §1.8(a)(2)(iii)(A),
except that a continued prosecution
application under §1.53(d) may be
transmitted to the Office by facsimile;

(4) Drawings submitted under 8§1.81,
1.83 through 1.85, 1.152, 1.165, 1.174, 1.437,
2.51, 2.52, or 2.72;

(5) A request for reexamination under
§1.510;

(6) Correspondence to be filed in a
patent application subject to a secrecy
order under §§5.1 through 5.5 of this
chapter and directly related to the se-
crecy order content of the application;

(7) Requests for cancellation or
amendment of a registration under sec-
tion 7(e) of the Trademark Act, 15
U.S.C. 1057(e); and certificates of reg-
istration surrendered for cancellation
or amendment under section 7(e) of the
Trademark Act, 15 U.S.C. 1057(e);

(8) Correspondence to be filed with
the Trademark Trial and Appeal Board,
except the notice of ex parte appeal,;

(9) Correspondence to be filed in an
interference proceeding which consists
of a preliminary statement under
§1.621; a transcript of a deposition
under §1.676 or of interrogatories,
cross-interrogatories, or recorded an-
swers under §1.684(c); or an evidentiary
record and exhibits under §1.653.

(e) Interruptions in U.S. Postal Service.
If interruptions or emergencies in the
United States Postal Service which
have been so designated by the Com-
missioner occur, the Patent and Trade-
mark Office will consider as filed on a
particular date in the Office any cor-
respondence which is:

(1) Promptly filed after the ending of
the designated interruption or emer-
gency; and

(2) Accompanied by a statement indi-
cating that such correspondence would
have been filed on that particular date
if it were not for the designated inter-
ruption or emergency in the United
States Postal Service.

(f) Facsimile transmission of a patent
application under §1.53(d). In the event
that the Office has no evidence of re-
ceipt of an application under §1.53(d) (a
continued prosecution application)
transmitted to the Office by facsimile
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transmission, the party who trans-
mitted the application under §1.53(d)
may petition the Commissioner to ac-
cord the application under §1.53(d) a
filing date as of the date the applica-
tion under §1.53(d) is shown to have
been transmitted to and received in the
Office,

(1) Provided that the party who
transmitted such application under
§1.53(d):

(i) Informs the Office of the previous
transmission of the application under
§1.53(d) promptly after becoming aware
that the Office has no evidence of re-
ceipt of the application under §1.53(d);

(ii) Supplies an additional copy of the
previously transmitted application
under §1.53(d); and

(iii) Includes a statement which at-
tests on a personal knowledge basis or
to the satisfaction of the Commissioner
to the previous transmission of the ap-
plication under §1.53(d) and is accom-
panied by a copy of the sending unit’s
report confirming transmission of the
application under §1.53(d) or evidence
that came into being after the com-
plete transmission and within one busi-
ness day of the complete transmission
of the application under §1.53(d).

(2) The Office may require additional
evidence to determine if the applica-
tion under §1.53(d) was transmitted to
and received in the Office on the date
in question.

[58 FR 54501, Oct. 22, 1993; 58 FR 64154, Dec. 6,
1993; 61 FR 56447, Nov. 1, 1996; 62 FR 53180,
Oct. 10, 1997]

§1.7 Times for taking action: Expira-
tion on Saturday, Sunday or Fed-
eral holiday.

Whenever periods of time are speci-
fied in this part in days, calendar days
are intended. When the day, or the last
day fixed by statute or by or under this
part for taking any action or paying
any fee in the Patent and Trademark
Office falls on Saturday, Sunday, or on
a Federal holiday within the District of
Columbia, the action may be taken, or
the fee paid, on the next succeeding
day which is not a Saturday, Sunday,
or a Federal holiday. See §1.304 for
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time for appeal
civil action.

or for commencing

(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2707, Jan. 20, 1983; 48 FR 4285, Jan. 31,
1983]

§1.8 Certificate of mailing or trans-
mission.

(a) Except in the cases enumerated in
paragraph (a)(2) of this section, cor-
respondence required to be filed in the
Patent and Trademark Office within a
set period of time will be considered as
being timely filed if the procedure de-
scribed in this section is followed. The
actual date of receipt will be used for
all other purposes.

(1) Correspondence will be considered
as being timely filed if:

(i) The correspondence is mailed or
transmitted prior to expiration of the
set period of time by being:

(A) Addressed as set out in §l.1(a)
and deposited with the U.S. Postal
Service with sufficient postage as first
class mail; or

(B) Transmitted by facsimile to the

Patent and Trademark Office in ac-
cordance with §1.6(d); and
(i) The correspondence includes a

certificate for each piece of correspond-
ence stating the date of deposit or
transmission. The person signing the
certificate should have reasonable
basis to expect that the correspondence
would be mailed or transmitted on or
before the date indicated.

(2) The procedure described in para-
graph (a)(1) of this section does not
apply to, and no benefit will be given
to a Certificate of Mailing or Trans-
mission on the following:

(i) Relative to Patents and Patent Ap-
plications—

(A) The filing of a national patent ap-
plication specification and drawing or
other correspondence for the purpose of
obtaining an application filing date, in-
cluding a request for a continued pros-
ecution application under §1.53(d);

(B) The filing of correspondence in an
interference which an examiner-in-
chief orders to be filed by hand or ““Ex-
press Mail’’;

(C) The filing of agreements between
parties to an interference under 35
U.S.C. 135(c);
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(D) The filing of an international ap-
plication for patent;

(E) The filing of correspondence in an
international application before the
U.S. Receiving Office, the U.S. Inter-
national Searching Authority, or the
U.S. International Preliminary Exam-
ining Authority;

(F) The filing of a copy of the inter-
national application and the basic na-
tional fee necessary to enter the na-
tional stage, as specified in §1.494(b) or
§1.495(b).

(ii) Relative to Trademark Registrations
and Trademark Applications—

(A) The filing of a trademark applica-
tion.

(B)-(F) [Reserved]

(iii) Relative to
ceedings—

(A) Correspondence filed in connec-
tion with a disciplinary proceeding
under part 10 of this chapter.

(B) [Reserved]

(b) In the event that correspondence
is considered timely filed by being
mailed or transmitted in accordance
with paragraph (a) of this section, but
not received in the Patent and Trade-
mark Office, and the application is
held to be abandoned or the proceeding
is dismissed, terminated, or decided
with prejudice, the correspondence will
be considered timely if the party who
forwarded such correspondence:

(1) Informs the Office of the previous
mailing or transmission of the cor-
respondence promptly after becoming
aware that the Office has no evidence
of receipt of the correspondence;

(2) Supplies an additional copy of the
previously mailed or transmitted cor-
respondence and certificate; and

(3) Includes a statement which at-
tests on a personal knowledge basis or
to the satisfaction of the Commissioner
to the previous timely mailing or
transmission. If the correspondence
was sent by facsimile transmission, a
copy of the sending unit’s report con-
firming transmission may be used to
support this statement.

(c) The Office may require additional
evidence to determine if the cor-
respondence was timely filed.

Disciplinary Pro-

[58 FR 54502, Oct. 22, 1993; 58 FR 64154, Dec. 6,
1993, as amended at 61 FR 56447, Nov. 1, 1996;
62 FR 53181, Oct. 10, 1997]
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8§1.9 Definitions.

(a)(1) A national application as used
in this chapter means a U.S. applica-
tion for patent which was either filed
in the Office under 35 U.S.C. 111, or
which entered the national stage from
an international application after com-
pliance with 35 U.S.C. 371.

(2) A provisional application as used
in this chapter means a U.S. national
application for patent filed in the Of-
fice under 35 U.S.C. 111(b).

(3) A nonprovisional application as
used in this chapter means a U.S. na-
tional application for patent which was
either filed in the Office under 35
U.S.C. 111(a), or which entered the na-
tional stage from an international ap-
plication after compliance with 35
U.S.C. 371.

(b) An international application as
used in this chapter means an inter-
national application for patent filed
under the Patent Cooperation Treaty
prior to entering national processing at
the Designated Office stage.

(c) An independent inventor as used
in this chapter means any inventor
who (1) has not assigned, granted, con-
veyed, or licensed, and (2) is under no
obligation under contract or law to as-
sign, grant, convey, or license, any
rights in the invention to any person
who could not likewise be classified as
an independent inventor if that person
had made the invention, or to any con-
cern which would not qualify as a
small business concern or a nonprofit
organization under this section.

(d) A small business concern as used
in this chapter means any business
concern meeting the size standards set
forth in 13 CFR Part 121 to be eligible
for reduced patent fees. Questions re-
lated to size standards for a small busi-
ness concern may be directed to: Small
Business Administration, Size Stand-
ards Staff, 409 Third Street, SW, Wash-
ington, DC 20416.

(e) A nonprofit organization as used
in this chapter means (1) a university
or other institution of higher edu-
cation located in any country; (2) an
organization of the type described in
section 501(c)(3) of the Internal Rev-
enue Code of 1954 (26 U.S.C. 501(c)(3))
and exempt from taxation under sec-
tion 501(a) of the Internal Revenue
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Code (26 U.S.C. 501(a)); (3) any non-
profit scientific or educational organi-
zation qualified under a nonprofit orga-
nization statute of a state of this coun-
try (35 U.S.C. 201(i)); or (4) any non-
profit organization located in a foreign
country which would qualify as a non-
profit organization under paragraphs
(e)(2) or (3) of this section if it were lo-
cated in this country.

) A small entity as used in this
chapter means an independent inven-
tor, a small business concern, or a non-
profit organization eligible for reduced
patent fees.

(g) For definitions in
see §1.601.

(h) A Federal holiday within the Dis-
trict of Columbia as used in this chapter
means any day, except Saturdays and
Sundays, when the Patent and Trade-
mark Office is officially closed for busi-
ness for the entire day.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub.
L. 97-247; 15 U.S.C. 1113, 1123)

[43 FR 20461, May 11, 1978, as amended at 47
FR 40139, Sept. 10, 1982; 47 FR 43275, Sept. 30,
1982; 49 FR 48451, Dec. 12, 1984; 60 FR 20220,
Apr. 25, 1995; 61 FR 56447, Nov. 1, 1996; 62 FR
53181, Oct. 10, 1997]

interferences

§1.10 Filing of correspondence by “Ex-
press Mail.”

(a) Any correspondence received by
the Patent and Trademark Office (Of-
fice) that was delivered by the “Ex-
press Mail Post Office to Addressee”
service of the United States Postal
Service (USPS) will be considered filed
in the Office on the date of deposit
with the USPS. The date of deposit
with the USPS is shown by the ‘“‘date-
in” on the “Express Mail”” mailing
label or other official USPS notation.
If the USPS deposit date cannot be de-
termined, the correspondence will be
accorded the Office receipt date as the
filing date. See §1.6(a).

(b) Correspondence should be depos-
ited directly with an employee of the
USPS to ensure that the person depos-
iting the correspondence receives a leg-
ible copy of the ‘““Express Mail”’ mail-
ing label with the ‘‘date-in’’ clearly
marked. Persons dealing indirectly
with the employees of the USPS (such
as by deposit in an ‘“Express Mail”’
drop box) do so at the risk of not re-
ceiving a copy of the “Express Mail”’
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mailing label with the desired ‘‘date-
in”’ clearly marked. The paper(s) or
fee(s) that constitute the correspond-
ence should also include the ‘“‘Express
Mail”” mailing label number thereon.
See paragraphs (c), (d) and (e) of this
section.

(c) Any person filing correspondence
under this section that was received by
the Office and delivered by the “Ex-
press Mail Post Office to Addressee”
service of the USPS, who can show
that there is a discrepancy between the
filing date accorded by the Office to
the correspondence and the date of de-
posit as shown by the ‘‘date-in’’ on the
“Express Mail”’ mailing label or other
official USPS notation, may petition
the Commissioner to accord the cor-
respondence a filing date as of the
‘“‘date-in’’ on the ‘““Express Mail”’ mail-
ing label or other official USPS nota-
tion, provided that:

(1) The petition is filed promptly
after the person becomes aware that
the Office has accorded, or will accord,
a filing date other than the USPS de-
posit date;

(2) The number of the ‘““Express Mail”
mailing label was placed on the
paper(s) or fee(s) that constitute the
correspondence prior to the original
mailing by ““Express Mail;”” and

(3) The petition includes a true copy
of the ‘““Express Mail”’ mailing label
showing the ‘‘date-in,” and of any
other official notation by the USPS re-
lied upon to show the date of deposit.

(d) Any person filing correspondence
under this section that was received by
the Office and delivered by the “Ex-
press Mail Post Office to Addressee”
service of the USPS, who can show
that the ‘‘date-in’” on the ‘“Express
Mail”” mailing label or other official
notation entered by the USPS was in-
correctly entered or omitted by the
USPS, may petition the Commissioner
to accord the correspondence a filing
date as of the date the correspondence
is shown to have been deposited with
the USPS, provided that:

(1) The petition is filed promptly
after the person becomes aware that
the Office has accorded, or will accord,
a filing date based upon an incorrect
entry by the USPS;

(2) The number of the ““Express Mail”’
mailing label was placed on the
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paper(s) or fee(s) that constitute the
correspondence prior to the original
mailing by ““Express Mail’’; and

(3) The petition includes a showing
which establishes, to the satisfaction
of the Commissioner, that the re-
quested filing date was the date the
correspondence was deposited in the
“Express Mail Post Office to Ad-
dressee’ service prior to the last sched-
uled pickup for that day. Any showing
pursuant to this paragraph must be
corroborated by evidence from the
USPS or that came into being after de-
posit and within one business day of
the deposit of the correspondence in
the “Express Mail Post Office to Ad-
dressee’ service of the USPS.

(e) Any person mailing correspond-
ence addressed as set out in §1.1(a) to
the Office with sufficient postage uti-
lizing the “Express Mail Post Office to
Addressee’ service of the USPS but not
received by the Office, may petition
the Commissioner to consider such cor-
respondence filed in the Office on the
USPS deposit date, provided that:

(1) The petition is filed promptly
after the person becomes aware that
the Office has no evidence of receipt of
the correspondence;

(2) The number of the ““Express Mail”’
mailing label was placed on the
paper(s) or fee(s) that constitute the
correspondence prior to the original
mailing by “Express Mail”’;

(3) The petition includes a copy of
the originally deposited paper(s) or
fee(s) that constitute the correspond-
ence showing the number of the “Ex-
press Mail’” mailing label thereon, a
copy of any returned postcard receipt,
a copy of the “Express Mail’’ mailing
label showing the ‘‘date-in,”” a copy of
any other official notation by the
USPS relied upon to show the date of
deposit, and, if the requested filing
date is a date other than the ‘‘date-in”’
on the ““Express Mail”’ mailing label or
other official notation entered by the
USPS, a showing pursuant to para-
graph (d)(3) of this section that the re-
quested filing date was the date the
correspondence was deposited in the
“Express Mail Post Office to Ad-
dressee’ service prior to the last sched-
uled pickup for that day; and

(4) The petition includes a statement
which establishes, to the satisfaction
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of the Commissioner, the original de-
posit of the correspondence and that
the copies of the correspondence, the
copy of the ‘“‘Express Mail” mailing
label, the copy of any returned post-
card receipt, and any official notation
entered by the USPS are true copies of
the originally mailed correspondence,
original “Express Mail’’ mailing label,
returned postcard receipt, and official
notation entered by the USPS.

(f) The Office may require additional
evidence to determine if the cor-
respondence was deposited as ‘‘Express
Mail”” with the USPS on the date in
question.

[61 FR 56447, Nov. 1, 1996 as amended at 62 FR
53181, Oct. 10, 1997]

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

§1.11 Files open to the public.

(a) After a patent has been issued or
a statutory invention registration has
been published, the specification, draw-
ings and all papers relating to the case
in the file of the patent or statutory
invention registration are open to in-
spection by the public, and copies may
be obtained upon paying the fee there-
for. See §2.27 for trademark files.

(b) All reissue applications, all appli-
cations in which the Office has accept-
ed a request to open the complete ap-
plication to inspection by the public,
and related papers in the application
file, are open to inspection by the pub-
lic, and copies may be furnished upon
paying the fee therefor. The filing of
reissue applications, other than contin-
ued prosecution applications under
§1.53(d) of reissue applications, will be
announced in the Official Gazette. The
announcement shall include at least
the filing date, reissue application and
original patent numbers, title, class
and subclass, name of the inventor,
name of the owner of record, name of
the attorney or agent of record, and ex-
amining group to which the reissue ap-
plication is assigned.

(c) All requests for reexamination for
which the fee under §1.20(c) has been
paid, will be announced in the Official
Gazette. Any reexaminations at the ini-
tiative of the Commissioner pursuant
to §1.520 will also be announced in the
Official Gazette. The announcement



Patent and Trademark Office, Commerce

shall include at least the date of the re-
quest, if any, the reexamination re-
quest control number or the Commis-
sioner initiated order control number,
patent number, title, class and sub-
class, name of the inventor, name of
the patent owner of record, and the ex-
amining group to which the reexamina-
tion is assigned.

(d) All papers or copies thereof relat-
ing to a reexamination proceeding
which have been entered of record in
the patent or reexamination file are
open to inspection by the general pub-
lic, and copies may be furnished upon
paying the fee therefor.

(e) The file of any interference in-
volving a patent, a statutory invention
registration, a reissue application, or
an application on which a patent has
been issued or which has been pub-
lished as a statutory invention reg-
istration, is open to inspection by the
public, and copies may be obtained
upon paying the fee therefor, if:

(1) The interference has terminated
or

(2) An award of priority or judgment
has been entered as to all parties and
all counts.

(35 U.S.C. 6; 15 U.S.C. 1113, 1123)

[46 FR 29181, May 29, 1981, as amended at 47
FR 41272, Sept. 17, 1982; 50 FR 9378, Mar. 7,
1985; 60 FR 14518, Mar. 17, 1995; 62 FR 53181,
Oct. 10, 1997]

§1.12 Assignment records open to pub-
lic inspection.

(a)(1) Separate assignment records
are maintained in the Patent and
Trademark Office for patents and
trademarks. The assignment records,
relating to original or reissue patents,
including digests and indexes, for as-
signments recorded on or after May 1,
1957, and assignment records relating
to pending or abandoned trademark ap-
plications and to trademark registra-
tions, for assignments recorded on or
after January 1, 1955, are open to public
inspection at the Patent and Trade-
mark Office, and copies of those assign-
ment records may be obtained upon re-
quest and payment of the fee set forth
in §81.19 and 2.6 of this chapter.

(2) All records of assignments of pat-
ents recorded before May 1, 1957, and
all records of trademark assignments
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recorded before January 1, 1955, are
maintained by the National Archives
and Records Administration (NARA).
The records are open to public inspec-
tion. Certified and uncertified copies of
those assignment records are provided
by NARA upon request and payment of
the fees required by NARA.

(b) Assignment records, digests, and
indexes, relating to any pending or
abandoned patent application are not
available to the public. Copies of any
such assignment records and informa-
tion with respect thereto shall be ob-
tainable only upon written authority
of the applicant or applicant’s assignee
or attorney or agent or upon a showing
that the person seeking such informa-
tion is a bona fide prospective or actual
purchaser, mortgagee, or licensee of
such application, unless it shall be nec-
essary to the proper conduct of busi-
ness before the Office or as provided by
these rules.

(c) Any request by a member of the
public seeking copies of any assign-
ment records of any pending or aban-
doned patent application preserved in
confidence under §1.14, or any informa-
tion with respect thereto, must:

(1) Be in the form of a petition ac-
companied by the petition fee set forth
in §1.17(i); or

(2) Include written authority grant-
ing access to the member of the public
to the particular assignment records
from the applicant or applicant’s as-
signee or attorney or agent of record.

(d) An order for a copy of an assign-
ment or other document should iden-
tify the reel and frame number where
the assignment or document is re-
corded. If a document is identified
without specifying its correct reel and
frame, an extra charge as set forth in
§1.21(j) will be made for the time con-
sumed in making a search for such as-
signment.

(35 U.S.C. 6; 15 U.S.C. 1113, 1123)

[47 FR 41272, Sept. 17, 1982, as amended at 54
FR 6900, Feb. 15, 1989; 56 FR 65151, Dec. 13,
1991; 56 FR 66670, Dec. 24, 1991; 57 FR 29641,
July 6, 1992; 60 FR 20221, Apr. 25, 1995; 61 FR
42802, Aug. 19, 1996]

8§1.13 Copies and certified copies.

(a) Non-certified copies of patents
and trademark registrations and of any
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records, books, papers, or drawings
within the jurisdiction of the Patent
and Trademark Office and open to the
public, will be furnished by the Patent
and Trademark Office to any person,
and copies of other records or papers
will be furnished to persons entitled
thereto, upon payment of the fee there-
for.

(b) Certified copies of the patents and
trademark registrations and of any
records, books, papers, or drawings
within the jurisdiction of the Patent
and Trademark Office and open to the
public or persons entitled thereto will
be authenticated by the seal of the
Patent and Trademark Office and cer-
tified by the Commissioner, or in his
name attested by an officer of the Pat-
ent and Trademark Office authorized
by the Commissioner, upon payment of
the fee for the certified copy.

[58 FR 54508, Oct. 22, 1993]

§1.14 Patent applications preserved in
confidence.

(a) Patent applications are generally
preserved in confidence pursuant to 35
U.S.C. 122. No information will be given
concerning the filing, pendency, or sub-
ject matter of any application for pat-
ent, and no access will be given to, or
copies furnished of, any application or
papers relating thereto, except as set
forth in this section.

(1) Status information includes infor-
mation such as whether the application
is pending, abandoned, or patented, as
well as the application number and fil-
ing date (or international filing date or
date of entry into the national stage).

(i) Status information concerning an
application may be supplied:

(A) When copies of, or access to, the
application may be provided pursuant
to paragraph (a)(3) of this section;

(B) When the application is identified
by application number or serial num-
ber and filing date in a published pat-
ent document or in a U.S. application
open to public inspection; or

(C) When the application is the na-
tional stage of an international appli-
cation in which the United States of
America has been indicated as a Des-
ignated State.

(ii) Status information concerning an
application may also be supplied when
the application claims the benefit of
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the filing date of an application for
which status information may be pro-
vided pursuant to paragraph (a)(1)(i) of
this section.

(2) Copies of an application-as-filed
may be provided to any person, upon
written request accompanied by the fee
set forth in §1.19(b)(1), without notice
to the applicant, if the application is
incorporated by reference in a U.S. pat-
ent.

(3) Copies of (upon payment of the fee
set forth in §1.19(b)(2)), and access to,
an application file wrapper and con-
tents may be provided to any person,
upon written request, without notice
to the applicant, when the application
file is available and:

(i) 1t has been determined by the
Commissioner to be necessary for the
proper conduct of business before the
Office or warranted by other special
circumstances;

(ii) The application is open to the
public as provided in §1.11(b);

(iii) Written authority in that appli-
cation from the applicant, the assignee
of the application, or the attorney or
agent of record has been granted; or

(iv) The application is abandoned,
but not if the application is in the file
Jjacket of a pending application under
§1.53(d), and is:

(A) Referred to in a U.S. patent;

(B) Referred to in a U.S. application
open to public inspection;

(C) An application which claims the
benefit of the filing date of a U.S. ap-
plication open to public inspection; or

(D) An application in which the ap-
plicant has filed an authorization to
lay open the complete application to
the public.

(b) Complete applications (§1.51(a))
which are abandoned may be destroyed
and hence may not be available for ac-
cess or copies as permitted by para-
graph (a)(3)(iv) of this section after 20
years from their filing date, except
those to which particular attention has
been called and which have been
marked for preservation.

(c) Applications for patents which
disclose, or which appear to disclose, or
which purport to disclose, inventions
or discoveries relating to atomic en-
ergy are reported to the Department of
Energy, which Department will be
given access to such applications, but
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such reporting does not constitute a
determination that the subject matter
of each application so reported is in
fact useful or an invention or discovery
or that such application in fact dis-
closes subject matter in categories
specified by sections 151(c) and 151(d) of
the Atomic Energy Act of 1954, 68 Stat.
919; 42 U.S.C. 2181 (c) and (d).

(d) Any decision of the Board of Pat-
ent Appeals and Interferences, or any
decision of the Commissioner on peti-
tion, not otherwise open to public in-
spection shall be published or made
available for public inspection if:

(1) The Commissioner believes the de-
cision involves an interpretation of
patent laws or regulations that would
be of important precedent value; and

(2) The applicant, or any party in-
volved in the interference, does not
within one month after being notified
of the intention to make the decision
public, object in writing on the ground
that the decision discloses a trade se-
cret or other confidential information.

If a decision discloses such informa-
tion, the applicant or party shall iden-
tify the deletions in the text of the de-
cision considered necessary to protect
the information. If it is considered the
entire decision must be withheld from
the public to protect such information,
the applicant or party must explain
why. Applicants or parties will be
given time, not less than twenty days,
to request reconsideration and seek
court review before any portions of de-
cisions are made public over their ob-
jection. See §2.27 for trademark appli-
cations.

(e) Any request by a member of the
public seeking access to, or copies of,
any pending or abandoned application
preserved in confidence pursuant to
paragraph (a) of this section, or any pa-
pers relating thereto, must:

(1) Be in the form of a petition and be
accompanied by the petition fee set
forth in §1.17(i); or

(2) Include written authority grant-
ing access to the member of the public
in that particular application from the
applicant or the applicant’s assignee or
attorney or agent of record.

() Information as to the filing of an
application will be published in the Of-
ficial Gazette in accordance with
§1.47(a) and (b).
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(g) Copies of an application file for
which the United States acted as the
International Preliminary Examining
Authority, or copies of a document in
such an application file, will be fur-
nished in accordance with Patent Co-
operation Treaty (PCT) Rule 94.2 or
94.3, upon payment of the appropriate
fee (§1.19(b)(2) or §1.19(b)(3)).

NOTE: See §1.612(a) for access by an inter-
ference party to a pending or abandoned ap-
plication.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub.
L. 97-247; 15 U.S.C. 1113, 1123)

[42 FR 5593, Jan. 28, 1977, as amended at 43
FR 20462, May 11, 1978; 49 FR 48451, Dec. 12,
1984; 50 FR 9378, Mar. 7, 1985; 54 FR 6900, Feb.
15, 1989; 56 FR 55461, Oct. 28, 1991; 58 FR 54509,
Oct. 22, 1993; 60 FR 20221, Apr. 25, 1995; 61 FR
42802, Aug. 19, 1996; 62 FR 53182, Oct. 10, 1997;
63 FR 29617, June 1, 1998]

§1.15 Requests for identifiable

records.

(a) Requests for records, not dis-
closed to the public as part of the reg-
ular informational activity of the Pat-
ent and Trademark Office and which
are not otherwise dealt with in the
rules in this part, shall be made in
writing, with the envelope and the let-
ter clearly marked ‘‘Freedom of Infor-
mation Request.” Each such request,
so marked, should be submitted by
mail addressed to the ‘‘Patent and
Trademark Office, Freedom of Informa-
tion Request Control Desk, Box 8,
Washington, DC 20231,”” or hand deliv-
ered to the Office of the Solicitor, Pat-
ent and Trademark Office, Arlington,
Virginia. The request will be processed
in accordance with the procedures set
forth in part 4 of title 15, Code of Fed-
eral Regulations.

(b) Any person whose request for
records has been initially denied in
whole or in part, or has not been time-
ly determined, may submit a written
appeal as provided in §4.8 of title 15,
Code of Federal Regulations.

(c) Procedures applicable in the event
of service of process or in connection
with testimony of employees on offi-
cial matters and production of official
documents of the Patent and Trade-
mark Office in civil legal proceedings
not involving the United States shall
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be those established in parts 15 and 15a
of title 15, Code of Federal Regulations.

[53 FR 47686, Nov. 25, 1988]
FEES AND PAYMENT OF MONEY

§1.16 National application filing fees.

(a) Basic fee for filing each applica-
tion for an original patent, except pro-
visional, design or plant applications:
By a small entity (§1.9(f))—$380.00
By other than a small entity—$760.00

(b) In addition to the basic filing fee
in an original application, except pro-
visional applications, for filing or later
presentation of each independent claim
in excess of 3:

By a small entity (§1.9(f))—$39.00
By other than a small entity—$78.00

(c¢) In addition to the basic filing fee
in an original application, except pro-
visional applications, for filing or later
presentation of each claim in excess of
20 (Note that §1.75(c) indicates how
multiple dependent claims are consid-
ered for fee purposes.):

By a small entity (§1.9(f))—$9.00
By other than a small entity—$18.00

(d) In addition to the basic filing fee
in an original application, except pro-
visional applications, if the application
contains, or is amended to contain, a
multiple dependent claim(s), per appli-
cation:

By a small entity (§1.9(f))—$130.00
By other than a small entity—$260.00

(e) Surcharge for filing the basic fil-
ing fee or oath or declaration on a date
later than the filing date of the appli-
cation, except provisional applications:
By a small entity (§1.9(f)).... ..$65.00
By other than a small entity

(f) Basic fee for filing each design ap-
plication:

By a small entity (§1.9(f))—$155.00
By other than a small entity—$310.00

(g) Basic fee for filing each plant ap-
plication, except provisional applica-
tions:

By a small entity (§1.9(f))—$240.00
By other than a small entity—$480.00

(h) Basic fee for filing each reissue
application:

By a small entity (§1.9(f))—$380.00
By other than a small entity—$760.00

(i) In addition to the basic filing fee
in a reissue application, for filing or
later presentation of each independent
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claim which is in excess of the number
of independent claims in the original
patent:
By a small entity (§1.9(f))—$39.00
By other than a small entity—$78.00

(J) In addition to the basic filing fee
in a reissue application, for filing or
later presentation of each claim
(whether independent or dependent) in
excess of 20 and also in excess of the
number of claims in the original patent
(Note that §1.75(c) indicates how mul-
tiple dependent claims are considered
for fee purposes.):
By a small entity (§1.9(f))—$9.00
By other than a small entity—$18.00

(k) Basic fee for filing each provi-
sional application:
By a small entity (§1.9(f))
By other than a small entity

(I) Surcharge for filing the basic fil-
ing fee or cover sheet (§1.51(c)(1)) on a
date later than the filing date of the
provisional application:
By a small entity (§1.9(f))—$25.00
By other than a small entity—$50.00

(m) If the additional fees required by
paragraphs (b), (c), (d), (i) and (j) of
this section are not paid on filing or on
later presentation of the claims for
which the additional fees are due, they
must be paid or the claims must be
canceled by amendment, prior to the
expiration of the time period set for
reply by the Office in any notice of fee
deficiency.

NOTE: See §§1.445, 1.482 and 1.492 for inter-
national application filing and processing
fees.

[56 FR 65151, Dec. 13, 1991, as amended at 57
FR 38194, Aug. 21, 1992; 60 FR 20221, Apr. 25,
1995; 60 FR 41022, Aug. 11, 1995; 61 FR 39587,
July 30, 1996; 61 FR 43400, Aug. 22, 1996; 62 FR
40452, July 29, 1997; 62 FR 53182, Oct. 10, 1997;
63 FR 67579, Dec. 8, 1998]

§1.17 Patent application processing
fees.

(a) Extension fees pursuant to

§1.136(a):

(1) For reply within first month:

By a small entity (§1.9(f))—$55.00
By other than a small entity—$110.00

(2) For reply within second month:

By a small entity (§1.9(f))—$190.00
By other than a small entity—$380.00

(3) For reply within third month:

By a small entity (§1.9(f))—$435.00
By other than a small entity—$870.00
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(4) For reply within fourth month:

By a small entity (§1.9(f))—$680.00
By other than a small entity—$1,360.00

(5) For reply within fifth month:

By a small entity (§1.9(f))—$925.00
By other than a small entity—$1,850.00

(b) For filing a notice of appeal from
the examiner to the Board of Patent
Appeals and Interferences:

By a small entity (§1.9(f))—$150.00
By other than a small entity—$300.00

(c¢) In addition to the fee for filing a
notice of appeal, for filing a brief in
support of an appeal:

By a small entity (§1.9 (f))—$150.00
By other than a small entity—$300.00

(d) For filing a request for an oral
hearing before the Board of Patent Ap-
peals and Interferences in an appeal
under 35 U.S.C. 134:

By a small entity (§1.9(f))—$130.00
By other than a small entity—$260.00

(e)-(g) [Reserved]

(h) For filing a petition to the Com-
missioner under a section listed below
which refers to this paragraph—$130.00

§1.182—For decision on a question not spe-
cifically provided for.

§1.183—To suspend the rules.

§1.295—For review of refusal to publish a
statutory invention registration.

§1.377—For review of decision refusing to ac-
cept and record payment of a maintenance
fee filed prior to expiration of a patent.

§1.378(e)—For reconsideration of decision on
petition refusing to accept delayed pay-
ment of maintenance fee in an expired pat-
ent.

§1.644(e)—For petition in an interference.

§1.644(f)—For request for reconsideration of a
decision on petition in an interference.

§1.666(c)—For late filing of interference set-
tlement agreement.

§5.12—For expedited handling of a foreign fil-
ing license.

§5.15—For changing the scope of a license.

§5.25—For retroactive license.

(i) For filing a petition to the Com-
missioner under a section listed below
which refers to this paragraph—$130.00

§1.12—For access to an assignment record.

§1.14—For access to an application.

§1.41—To supply the name or names of the
inventor or inventors after the filing date
without an oath or declaration as pre-
scribed by §1.63, except in provisional ap-
plications.

§1.47—For filing by other than all the inven-
tors or a person not the inventor.

§1.48—For correction of inventorship, except
in provisional applications.
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§1.53—To accord a filing date, except in pro-
visional applications.

§1.55—For entry of late priority papers.

§1.59—For expungement and return of infor-
mation.

§1.84—For accepting color drawings or pho-
tographs.

§1.91—For entry of a model or exhibit.

§1.97(d)—To consider an information disclo-
sure statement.

§1.102—To make an application special.

§1.103—To suspend action in application.

§1.177—For divisional reissues to issue sepa-
rately.

§1.312—For amendment after payment of
issue fee.

§1.313—To withdraw an application from
Issue.

§1.314—To defer issuance of a patent.

§1.666(b)—For access to an interference set-
tlement agreement.

§3.81—For a patent to issue to assignee, as-
signment submitted after payment of the
issue fee.

(J) For filing a petition to institute a
public use proceeding under §1.292—
$1,510.00

(k) For processing an application
filed with a specification in a non-
English language (§1.52(d))—$130.00

(I) For filing a petition:

(1) For the revival of an unavoidably
abandoned application under 35 U.S.C.
111, 133, 364, or 371, or

(2) For delayed payment of the issue
fee under 35 U.S.C. 151 (§1.137(a)):

By a small entity (§1.9(f))—$55.00

By other than a small entity—$110.00
(m) For filing a petition:

(1) For revival of an unintentionally
abandoned application, or

(2) For the unintentionally delayed
payment of the fee for issuing a patent
(§1.137(b)):

By a small entity (§1.9(f))—$605.00

By other than a small entity—$1,210.00
(n) For requesting publication of a

statutory invention registration prior
to the mailing of the first examiner’s
action pursuant to §1.104—$920.00 re-
duced by the amount of the application
basic filing fee paid.

(0) For requesting publication of a
statutory invention registration after
the mailing of the first examiner’s ac-
tion pursuant to §1.104—$1,840.00 re-
duced by the amount of the application
basic filing fee paid.

(p) For submission of an information
disclosure statement under §1.97(c)—
$240.00
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(g) For filing a petition to the Com-
missioner under a section listed below
which refers to this paragraph—$50.00.
§1.41—To supply the name or names of the

inventor or inventors after the filing date

without a cover sheet as prescribed by

§1.51(c)(1) in a provisional application.
§1.48—For correction of inventorship in a

provisional application.

§1.53—To accord a provisional application a
filing date or to convert a nonprovisional
application filed under §1.53(b) to a provi-
sional application under §1.53(c).

(r) For entry of a submission after
final rejection under §1.129(a):

By a small entity (§1.9(f))—$380.00

By other than a small entity—$760.00
(s) For each additional invention re-

quested to be examined under §1.129(b):

By a small entity (§1.9(f))—$380.00

By other than a small entity—$760.00

[56 FR 65152, Dec. 13, 1991, as amended at 57
FR 2033, Jan 17, 1992; 57 FR 32439, July 22,
1992; 58 FR 38723, July 20, 1993; 58 FR 45841,
Aug. 31, 1993; 59 FR 43740, Aug. 25, 1994; 60 FR
20221, Apr. 25, 1995; 60 FR 41022, Aug. 11, 1995;
61 FR 39587, July 30, 1996; 62 FR 40452, July 29,
1997; 62 FR 53182, Oct. 10, 1997; 62 FR 61235,
Nov. 17, 1997; 63 FR 67580, Dec. 8, 1998]

§1.18 Patent issue fees.

(a) Issue fee for issuing each original
or reissue patent, except a design or
plant patent:

By a small entity (§1.9(f))—$605.00
By other than a small entity—$1,210.00

(b) Issue fee for issuing a design pat-
ent:

By a small entity (§1.9(f))—$215.00
By other than a small entity—$430.00

(c) Issue fee for issuing a plant pat-

ent:

By a small entity (§1.9(f))—$290.00
By other than a small entity—$580.00

[63 FR 67580, Dec. 8, 1998]

§1.19 Document supply fees.

The Patent and Trademark Office
will supply copies of the following doc-
uments upon payment of the fees indi-
cated:

(a) Uncertified copies of patents:

(1) Printed copy of a patent, includ-
ing a design patent, statutory inven-
tion registration, or defensive publica-
tion document, except patent or statu-
tory invention registration containing
color drawing:
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(i) Regular service—$3.00

(i) Overnight delivery to PTO Box or
overnight fax—$6.00

(iii) Expedited service for copy or-
dered by expedited mail or fax delivery
service and delivered to the customer
within two workdays—$25.00

(2) Printed copy of a plant patent in
color—$15.00

(3) Copy of a utility patent or statu-
tory invention registration containing
color drawing (see §1.84(a)(2))—$25.00

(b) Certified and uncertified copies of
Office documents:

(1) Certified or uncertified copy of
patent application as filed

(i) Regular service—$15.00

(ii) Expedited regular service—$30.00

(2) Certified or uncertified copy of
patent-related file wrapper and con-
tents—$150.00

(3) Certified or uncertified copies of
Office records, per document except as
otherwise provided in this section—
$25.00

(4) For assignment records, abstract
of title and certification, per patent—
$25.00

(c) Library service (35 U.S.C. 13): For
providing to libraries copies of all pat-
ents issued annually, per annum—$50.00

(d) For list of all United States pat-
ents and statutory invention registra-
tions in a subclass—$3.00

(e) Uncertified statement as to status
of the payment of maintenance fees
due on a patent or expiration of a pat-
ent—$10.00

(f) Uncertified copy of a non-United
States patent document, per docu-
ment—$25.00

(g) To compare and certify copies
made from Patent and Trademark Of-
fice records, but not prepared by the
Patent and Trademark Office, per copy
of document—$25.00

(h) Additional filing receipts; dupli-
cate; or corrected due to applicant
error—$25.00

[56 FR 65152, Dec. 13, 1991, as amended at 57
FR 38195, Aug. 21, 1992; 58 FR 38723, July 20,
1993; 60 FR 41022, Aug. 11, 1995; 62 FR 40452,
July 29, 1997]

§1.20 Post issuance fees.

(a) For providing a certificate of cor-
rection for applicant’s mistake:

(§1.323)—%$100.00
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(b) Petition for correction of
inventorship in patent (§1.324)—$130.00

(c) For filing a request for reexam-
ination (§1.510(a))—%$2,520.00

(d) For filing each statutory dis-
claimer (§1.321):
By a small entity (§1.9(f))—$55.00
By other than a small entity—$110.00

(e) For maintaining an original or re-
issue patent, except a design or plant
patent, based on an application filed on
or after December 12, 1980, in force be-
yond four years; the fee is due by three
years and six months after the original
grant:
By a small entity (§1.9(f))—$470.00
By other than a small entity—$940.00

(f) For maintaining an original or re-
issue patent, except a design or plant
patent, based on an application filed on
or after December 12, 1980, in force be-
yond eight years; the fee is due by
seven years and six months after the
original grant:
By a small entity (§1.9(f))—$950.00
By other than a small entity—$1,900.00

(g) For maintaining an original or re-
issue patent, except a design or plant
patent, based on an application filed on
or after December 12, 1980, in force be-
yond twelve years; the fee is due by
eleven years and six months after the
original grant:
By a small entity (§1.9(f))—$1,455.00
By other than a small entity—$2,910.00

(h) Surcharge for paying a mainte-
nance fee during the six-month grace
period following the expiration of three
years and six months, seven years and
six months, and eleven years and six
months after the date of the original
grant of a patent based on an applica-
tion filed on or after December 12, 1980:
By a small entity (§1.9(f))—$65.00
By other than a small entity—$130.00

(i) Surcharge for accepting a mainte-
nance fee after expiration of a patent
for non-timely payment of a mainte-
nance fee where the delay in payment
is shown to the satisfaction of the
Commissioner to have been—

(1) Unavoidable—$700.00

(2) Unintentional—$1,640.00

() For filing an application for ex-
tension of the term of a patent
(81.740)—$1,060.00

(1) Application for extension under
§1.740—%$1,120.00
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(2) Initial application for interim ex-
tension under §1.790—$420.00

(3) Subsequent application for
terim extension under §1.790—%$220.00

[56 FR 65153, Dec. 13, 1991, as amended at 57
FR 38195, Aug. 21, 1992; 57 FR 56450, Nov. 30,
1992; 58 FR 44280, Aug. 20, 1993; 60 FR 41022,
Aug. 11, 1995; 61 FR 39588, July 30, 1996; 62 FR
40453, July 29, 1997; 63 FR 67580, Dec. 8, 1998]

in-

8§1.21 Miscellaneous fees and charges.

The Patent and Trademark Office has
established the following fees for the
services indicated:

(a) Registration of attorneys and
agents:

(1) For admission to examination for
registration to practice:

(i) Application Fee
able)—$40.00

(if) Registration examination fee—
$310.00

(2) On
$100.00

(3) For reinstatement to practice—
$40.00

(4) For certificate of good standing as
an attorney or agent—$10.00

Suitable for framing—$20.00

(5) For review of a decision of the Di-
rector of Enrollment and Discipline
under §10.2(c)—$130.00

(6) For requesting regrading of an ex-
amination under §10.7(c):

(i) Regrading of morning section
(PTO Practice and Procedure)—$230.00

(if) Regrading of afternoon section
(Claim Drafting)—$230.00

(b) Deposit accounts:

(1) For establishing a deposit ac-
count—$10.00

(2) Service charge for each
when the balance at the end
month is below $1,000—$25.00

(3) Service charge for each month
when the balance at the end of the
month is below $300 for restricted sub-
scription deposit accounts used exclu-
sively for subscription order of patent
copies as issued—$25.00

(c) Disclosure document: For filing a
disclosure document—$10.00

(d) Delivery box: Local delivery box
rental, per annum—$50.00

(e) International type search reports:
For preparing an international type
search report of an international type

(non-refund-

registration to practice—

month
of the
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search made at the time of the first ac-
tion on the merits in a national patent
application—$40.00

(f) [Reserved]

(g) Self-service copy charge,
page—$0.25

(h) For recording each assignment,
agreement or other paper relating to
the property in a patent or application,
per property—$40.00

(i) Publication in Official Gazette:
For publication in the Official Gazette
of a notice of the availability of an ap-
plication or a patent for licensing or
sale:

Each application or patent—$25.00

(J) Labor charges for services, per
hour or fraction thereof—$40.00

(k) For items and services that the
Commissioner finds may be supplied,
for which fees are not specified by stat-
ute or by this part, such charges as
may be determined by the Commis-
sioner with respect to each such item
or service—Actual Cost

(I) For processing and retaining any
application abandoned pursuant to
§1.53(f), unless the required basic filing
fee (§1.16)has been paid—$130.00

(m) For processing each check re-
turned ‘““‘unpaid’ by a bank—$50.00

(n) For handling an application in
which proceedings are terminated pur-
suant to §1.53(e)—$130.00

(o) Marginal cost, paid in advance,
for each hour of terminal session time,
including print time, using Automated
Patent System full-text search capa-
bilities, prorated for the actual time
used. The Commissioner may waive the
payment by an individual for access to
the Automated Patent System full-text
search capability (APS-Text) upon a
showing of need or hardship, and if
such waiver is in the public interest—
$40.00

[56 FR 65153, Dec. 13, 1991, as amended at 57
FR 38195, Aug. 21, 1992; 57 FR 40493, Sept. 3,
1992; 59 FR 43741, Aug. 25, 1994; 60 FR 20222,
Apr. 25, 1995; 60 FR 41022, Aug. 11, 1995; 61 FR
39588, July 30, 1996; 61 FR 43400, Aug. 22, 1996;
62 FR 40453, July 29, 1997; 62 FR 53183, Oct. 10,
1997; 63 FR 67580, Dec. 8, 1998]

per

§1.22 Fees payable in advance.

(a) Patent and trademark fees and
charges payable to the Patent and
Trademark Office are required to be
paid in advance, that is, at the time of
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requesting any action by the Office for
which a fee or charge is payable with
the exception that under §1.53 applica-
tions for patent may be assigned a fil-
ing date without payment of the basic
filing fee.

(b) All patent and trademark fees
paid to the Patent and Trademark Of-
fice should be itemized in each indi-
vidual application, patent or other pro-
ceeding in such a manner that it is
clear for which purpose the fees are
paid.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2708, Jan. 20, 1983]

§1.23 Method of payment.

All payments of money required for
Patent and Trademark Office fees, in-
cluding fees for the processing of inter-
national applications (§1.445), should be
made in U.S. specie, Treasury notes,
national bank notes, post office money
orders, or by certified check. If sent in
any other form, the Office may delay
or cancel the credit until collection is
made. Money orders and checks must
be made payable to the Commissioner
of Patents and Trademarks. Remit-
tances from foreign countries must be
payable and immediately negotiable in
the United States for the full amount
of the fee required. Money sent by mail
to the Patent and Trademark Office
will be at the risk of the sender; letters
containing money should be registered.

(Pub. L. 94-131, 89 Stat. 685)
[43 FR 20462, May 11, 1978]

§1.24 Coupons.

Coupons in denominations of three
dollars, for the purchase of patents, de-
signs, defensive publications, statutory
invention registrations, and trademark
registrations are sold by the Patent
and Trademark Office for the conven-
ience of the general public; these cou-
pons may not be used for any other
purpose. The three-dollar coupons are
sold individually and in books of 50 for
$150.00. These coupons are good until
used; they may be transferred but can-
not be redeemed.

[56 FR 65153, Dec. 13, 1991]
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§1.25 Deposit accounts.

(a) For the convenience of attorneys,
and the general public in paying any
fees due, in ordering services offered by
the Office, copies of records, etc., de-
posit accounts may be established in
the Patent and Trademark Office upon
payment of the fee for establishing a
deposit account (§1.21(b)(1)). A min-
imum deposit of $1,000 is required for
paying any fees due or in ordering any
services offered by the Office. However,
a minimum deposit of $300 may be paid
to establish a restricted subscription
deposit account used exclusively for
subscription order of patent copies as
issued. At the end of each month, a de-
posit account statement will be ren-
dered. A remittance must be made
promptly upon receipt of the statement
to cover the value of items or services
charged to the account and thus re-
store the account to its established
normal deposit. An amount sufficient
to cover all fees, services, copies, etc.,
requested must always be on deposit.
Charges to accounts with insufficient
funds will not be accepted. A service
charge (§81.21(b)(2)) will be assessed for
each month that the balance at the end
of the month is below $1,000. For re-
stricted subscription deposit accounts,
a service charge (§1.21(b)(3)) will be as-
sessed for each month that the balance
at the end of the month is below $300.

(b) Filing, issue, appeal, inter-
national-type search report, inter-
national application processing, peti-
tion, and post-issuance fees may be
charged against these accounts if suffi-
cient funds are on deposit to cover such
fees. A general authorization to charge
all fees, or only certain fees, set forth
in §81.16 to 1.18 to a deposit account
containing sufficient funds may be
filed in an individual application, ei-
ther for the entire pendency of the ap-
plication or with respect to a par-
ticular paper filed. An authorization to
charge to a deposit account the fee for
a request for reexamination pursuant
to §1.510 and any other fees required in
a reexamination proceeding in a patent
may also be filed with the request for
reexamination. An authorization to
charge a fee to a deposit account will
not be considered payment of the fee
on the date the authorization to charge
the fee is effective as to the particular
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fee to be charged unless sufficient
funds are present in the account to
cover the fee.

(35 U.S.C. 6, Pub. L. 97-247)

[49 FR 553, Jan. 4, 1984, as amended at 50 FR
31826, Aug. 6, 1985]

§1.26 Refunds.

(a) Any fee paid by actual mistake or
in excess of that required will be re-
funded, but a mere change of purpose
after the payment of money, as when a
party desires to withdraw an applica-
tion, an appeal, or a request for oral
hearing, will not entitle a party to de-
mand such a return. Amounts of twen-
ty-five dollars or less will not be re-
turned unless specifically requested
within a reasonable time, nor will the
payer be notified of such amounts;
amounts over twenty-five dollars may
be returned by check or, if requested,
by credit to a deposit account.

(b) [Reserved]

(c) If the Commissioner decides not
to institute a reexamination pro-
ceeding, a refund of $1,690 will be made
to the requester of the proceeding. Re-
examination requesters should indicate
whether any refund should be made by
check or by credit to a deposit account.

(35 U.S.C. 6; 15 U.S.C. 1113, 1123)

[47 FR 41274, Sept. 17, 1982, as amended at 50
FR 31826, Aug. 6, 1985; 54 FR 6902, Feb. 15,
1989; 56 FR 65153, Dec. 13, 1991; 57 FR 38195,
Aug. 21, 1992; 62 FR 53183, Oct. 10, 1997]

§1.27 Statement of status as small en-
tity.

(a) Any person seeking to establish
status as a small entity (§1.9(f) of this
part) for purposes of paying fees in an
application or a patent must file a
statement in the application or patent
prior to or with the first fee paid as a
small entity. Such a statement need
only be filed once in an application or
patent and remains in effect until
changed.

(b) When establishing status as a
small entity pursuant to paragraph (a)
of this section, any statement filed on
behalf of an independent inventor must
be signed by the independent inventor
except as provided in §1.42, §1.43, or
§1.47 of this part and must state that
the inventor qualifies as an inde-
pendent inventor in accordance with
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§1.9(c) of this part. Where there are
joint inventors in an application, each
inventor must file a statement estab-
lishing status as an independent inven-
tor in order to qualify as a small enti-
ty. Where any rights have been as-
signed, granted, conveyed, or licensed,
or there is an obligation to assign,
grant, convey, or license, any rights to
a small business concern, a nonprofit
organization, or any other individual, a
statement must be filed by the indi-
vidual, the owner of the small business
concern, or an official of the small
business concern or nonprofit organiza-
tion empowered to act on behalf of the
small business concern or nonprofit or-
ganization identifying their status. For
purposes of a statement under this
paragraph, a license to a Federal agen-
cy resulting from a funding agreement
with that agency pursuant to 35 U.S.C.
202(c)(4) does not constitute a license
as set forth in §1.9 of this part.

(c)(1) Any statement filed pursuant
to paragraph (a) of this section on be-
half of a small business concern must:

(i) Be signed by the owner or an offi-
cial of the small business concern em-
powered to act on behalf of the con-
cern;

(ii) State that the concern qualifies
as a small business concern as defined
in §1.9(d); and

(iii) State that the exclusive rights
to the invention have been conveyed to
and remain with the small business
concern or, if the rights are not exclu-
sive, that all other rights belong to
small entities as defined in §1.9.

(2) Where the rights of the small
business concern as a small entity are
not exclusive, a statement must also be
filed by the other small entities having
rights stating their status as such. For
purposes of a statement under this
paragraph, a license to a Federal agen-
cy resulting from a funding agreement
with that agency pursuant to 35 U.S.C.
202(c)(4) does not constitute a license
as set forth in §1.9 of this part.

(d)(1) Any statement filed pursuant
to paragraph (a) of this section on be-
half of a nonprofit organization must:

(i) Be signed by an official of the non-
profit organization empowered to act
on behalf of the organization;

(ii) State that the organization quali-
fies as a nonprofit organization as de-
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fined in §1.9(e) of this part specifying
under which one of §1.9(e) (1), (2), (3), or
(4) of this part the organization quali-
fies; and

(iii) State that exclusive rights to
the invention have been conveyed to
and remain with the organization or if
the rights are not exclusive that all
other rights belong to small entities as
defined in §1.9 of this part.

(2) Where the rights of the nonprofit
organization as a small entity are not
exclusive, a statement must also be
filed by the other small entities having
rights stating their status as such. For
purposes of a statement under this
paragraph, a license to a Federal agen-
cy pursuant to 35 U.S.C. 202(c)(4) does
not constitute a conveyance of rights
as set forth in this paragraph.

[62 FR 53183, Oct. 10, 1997]

§1.28 Effect on fees of failure to estab-
lish status, or change status, as a
small entity.

(a)(1) The failure to establish status
as a small entity (8§1.9(f) and 1.27 of
this part) in any application or patent
prior to paying, or at the time of pay-
ing, any fee precludes payment of the
fee in the amount established for small
entities. A refund pursuant to §1.26 of
this part, based on establishment of
small entity status, of a portion of fees
timely paid in full prior to establishing
status as a small entity may only be
obtained if a statement under §1.27 and
a request for a refund of the excess
amount are filed within two months of
the date of the timely payment of the
full fee. The two-month time period is
not extendable under §1.136. Status as a
small entity is waived for any fee by
the failure to establish the status prior
to paying, at the time of paying, or
within two months of the date of pay-
ment of, the fee.

(2) Status as a small entity must be
specifically established in each applica-
tion or patent in which the status is
available and desired. Status as a small
entity in one application or patent
does not affect any other application or
patent, including applications or pat-
ents which are directly or indirectly
dependent upon the application or pat-
ent in which the status has been estab-
lished. The refiling of an application
under §1.53 as a continuation, division,
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or continuation-in-part (including a
continued  prosecution application
under §1.53(d)), or the filing of a reissue
application requires a new determina-
tion as to continued entitlement to
small entity status for the continuing
or reissue application. A nonprovi-
sional application claiming benefit
under 35 U.S.C. 119(e), 120, 121, or 365(c)
of a prior application, or a reissue ap-
plication may rely on a statement filed
in the prior application or in the pat-
ent if the nonprovisional application or
the reissue application includes a ref-
erence to the statement in the prior
application or in the patent or includes
a copy of the statement in the prior ap-
plication or in the patent and status as
a small entity is still proper and de-
sired. The payment of the small entity
basic statutory filing fee will be treat-
ed as such a reference for purposes of
this section.

(3) Once status as a small entity has
been established in an application or
patent, the status remains in that ap-
plication or patent without the filing
of a further statement pursuant to
§1.27 of this part unless the Office is
notified of a change in status.

(b) Once status as a small entity has
been established in an application or
patent, fees as a small entity may
thereafter be paid in that application
or patent without regard to a change in
status until the issue fee is due or any
maintenance fee is due. Notification of
any change in status resulting in loss
of entitlement to small entity status
must be filed in the application or pat-
ent prior to paying, or at the time of
paying, the earliest of the issue fee or
any maintenance fee due after the date
on which status as a small entity is no
longer appropriate pursuant to §1.9 of
this part. The notification of change in
status may be signed by the applicant,
any person authorized to sign on behalf
of the assignee, or an attorney or agent
of record or acting in a representative
capacity pursuant to §1.34(a) of this
part.

(c) If status as a small entity is es-
tablished in good faith, and fees as a
small entity are paid in good faith, in
any application or patent, and it is
later discovered that such status as a
small entity was established in error or
that through error the Office was not
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notified of a change in status as re-
quired by paragraph (b) of this section,
the error will be excused upon payment
of the deficiency between the amount
paid and the amount due. The defi-
ciency is based on the amount of the
fee, for other than a small entity, in ef-
fect at the time the deficiency is paid
in full.

(d)(1) Any attempt to fraudulently (i)
establish status as a small entity or (ii)
pay fees as a small entity shall be con-
sidered as a fraud practiced or at-
tempted on the Office.

(2) Improperly and with intent to de-
ceive

(i) Establishing status as a small en-
tity, or

(i) Paying fees as a small entity
shall be considered as a fraud practiced
or attempted on the Office.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113,
1123)

[47 FR 40140, Sept. 10, 1982, as amended at 49
FR 553, Jan. 4, 1984; 57 FR 2033, Jan. 17, 1992;
58 FR 54509, Oct. 22, 1993; 60 FR 20222, Apr. 25,
1995; 62 FR 53183, Oct. 10, 1997]

Subpart B—National Processing
Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR AGENT

§1.31 Applicants may be represented
by a registered attorney or agent.

An applicant for patent may file and
prosecute his or her own case, or he or
she may be represented by a registered
attorney, registered agent, or other in-
dividual authorized to practice before
the Patent and Trademark Office in
patent cases. See §§10.6 and 10.9 of this
subchapter. The Patent and Trademark
Office cannot aid in the selection of a
registered attorney or agent.

[50 FR 5171, Feb. 6, 1985]
§1.32 [Reserved]

§1.33 Correspondence respecting pat-
ent applications, reexamination
proceedings, and other proceedings.

(a) The applicant, the assignee(s) of
the entire interest (see §§3.71 and 3.73)
or an attorney or agent of record (see
§1.34(b)) may specify a correspondence
address to which communications
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about the application are to be di-
rected. All notices, official letters, and
other communications in the applica-
tion will be directed to the correspond-
ence address or, if no such correspond-
ence address is specified, to an attor-
ney or agent of record (see §1.34(b)), or,
if no attorney or agent is of record, to
the applicant, so long as a post office
address has been furnished in the appli-
cation. Double correspondence with an
applicant and an attorney or agent, or
with more than one attorney or agent,
will not be undertaken. If more than
one attorney or agent is made of record
and a correspondence address has not
been specified, correspondence will be
held with the one last made of record.

(b) Amendments and other papers
filed in the application must be signed
by:
(1) An attorney or agent of record ap-
pointed in compliance with §1.34(b);

(2) A registered attorney or agent not
of record who acts in a representative
capacity under the provisions of
§1.34(a);

(3) The assignee of record of the en-
tire interest, if there is an assignee of
record of the entire interest;

(4) An assignee of record of an undi-
vided part interest, and any assignee(s)
of the remaining interest and any ap-
plicant retaining an interest, if there is
an assignee of record of an undivided
part interest; or

(5) All of the applicants (881.42, 1.43
and 1.47) for patent, unless there is an
assignee of record of the entire interest
and such assignee has taken action in
the application in accordance with
§§3.71 and 3.73.

(c) AIl notices, official letters, and
other communications for the patent
owner or owners in a reexamination
proceeding will be directed to the at-
torney or agent of record (see §1.34(b))
in the patent file at the address listed
on the register of patent attorneys and
agents maintained pursuant to §§10.5
and 10.11 or, if no attorney or agent is
of record, to the patent owner or own-
ers at the address or addresses of
record. Amendments and other papers
filed in a reexamination proceeding on
behalf of the patent owner must be
signed by the patent owner, or if there
is more than one owner by all the own-
ers, or by an attorney or agent of
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record in the patent file, or by a reg-
istered attorney or agent not of record
who acts in a representative capacity
under the provisions of §1.34(a). Double
correspondence with the patent owner
or owners and the patent owner’s attor-
ney or agent, or with more than one at-
torney or agent, will not be under-
taken. If more than one attorney or
agent is of record and a correspondence
address has not been specified, cor-
respondence will be held with the last
attorney or agent made of record.

(d) A ‘“‘correspondence address’” or
change thereto may be filed with the
Patent and Trademark Office during
the enforceable life of the patent. The
““‘correspondence address’ will be used
in any correspondence relating to
maintenance fees unless a separate
‘“fee address’ has been specified. See
§1.363 for ‘‘fee address’ used solely for
maintenance fee purposes.

[36 FR 12617, July 2, 1971, as amended at 46
FR 29181, May 29, 1981; 49 FR 34724, Aug. 31,
1984; 50 FR 5171, Feb. 6, 1985; 62 FR 53184, Oct.
10, 1997]

§1.34 Recognition for representation.

(&) When a registered attorney or
agent acting in a representative capac-
ity appears in person or signs a paper
in practice before the Patent and
Trademark Office in a patent case, his
or her personal appearance or signa-
ture shall constitute a representation
to the Patent and Trademark Office
that under the provisions of this sub-
chapter and the law, he or she is au-
thorized to represent the particular
party in whose behalf he or she acts. In
filing such a paper, the registered at-
torney or agent should specify his or
her registration number with his or her
signature. Further proof of authority
to act in a representative capacity may
be required.

(b) When an attorney or agent shall
have filed his or her power of attorney,
or authorization, duly executed by the
person or persons entitled to prosecute
an application or a patent involved in a
reexamination proceeding, he or she is
a principal attorney of record in the
case. A principal attorney or agent, so
appointed, may appoint an associate
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attorney or agent who shall also then
be of record.

[46 FR 29181, May 29, 1981, as amended at 50
FR 5171, Feb. 6, 1985]

8§1.36 Revocation of power of attorney
or authorization; withdrawal of at-
torney or agent.

A power of attorney or authorization
of agent may be revoked at any stage
in the proceedings of a case, and an at-
torney or agent may withdraw, upon
application to and approval by the
Commissioner. An attorney or agent,
except an associate attorney or agent
whose address is the same as that of
the principal attorney or agent, will be
notified of the revocation of the power
of attorney or authorization, and the
applicant or patent owner will be noti-
fied of the withdrawal of the attorney
or agent. An assignment will not of
itself operate as a revocation of a
power or authorization previously
given, but the assignee of the entire in-
terest may revoke previous powers and
be represented by an attorney or agent
of the assignee’s own selection. See
§1.613(d) for withdrawal of an attorney
or agent of record in an interference.

[49 FR 48452, Dec. 12, 1984]
WHO MAY APPLY FOR A PATENT

§1.41 Applicant for patent.

(a) A patent is applied for in the
name or names of the actual inventor
or inventors.

(1) The inventorship of a nonprovi-
sional application is that inventorship
set forth in the oath or declaration as
prescribed by §1.63, except as provided
for in §1.53(d)(4) and §1.63(d). If an oath
or declaration as prescribed by §1.63 is
not filed during the pendency of a non-
provisional application, the
inventorship is that inventorship set
forth in the application papers filed
pursuant to §1.53(b), unless a petition
under this paragraph accompanied by
the fee set forth in §1.17(i) is filed sup-
plying or changing the name or names
of the inventor or inventors.

(2) The inventorship of a provisional
application is that inventorship set
forth in the cover sheet as prescribed
by §1.51(c)(1). If a cover sheet as pre-
scribed by §1.51(c)(1) is not filed during
the pendency of a provisional applica-
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tion, the inventorship is that
inventorship set forth in the applica-
tion papers filed pursuant to §1.53(c),
unless a petition under this paragraph
accompanied by the fee set forth in
§1.17(q) is filed supplying or changing
the name or names of the inventor or
inventors.

(3) In a nonprovisional application
filed without an oath or declaration as
prescribed by §1.63 or a provisional ap-
plication filed without a cover sheet as
prescribed by §1.51(c)(1), the name or
names of person or persons believed to
be the actual inventor or inventors
should be provided for identification
purposes when the application papers
pursuant to §1.53(b) or (c) are filed. If
no name of a person believed to be an
actual inventor is so provided, the ap-
plication should include an applicant
identifier consisting of alphanumeric
characters.

(b) Unless the contrary is indicated
the word “‘applicant” when used in
these sections refers to the inventor or
joint inventors who are applying for a
patent, or to the person mentioned in
§§1.42, 1.43, or 1.47 who is applying for a
patent in place of the inventor.

(c) Any person authorized by the ap-
plicant may file an application for pat-
ent on behalf of the inventor or inven-
tors, but an oath or declaration for the
application (§1.63) can only be made in
accordance with §1.64.

(d) A showing may be required from
the person filing the application that
the filing was authorized where such
authorization comes into question.

(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2708, Jan. 20, 1983; 48 FR 4285, Jan. 31,
1983, as amended at 62 FR 53184, Oct. 10, 1997]

§1.42 When the inventor is dead.

In case of the death of the inventor,
the legal representative (executor, ad-
ministrator, etc.) of the deceased in-
ventor may make the necessary oath
or declaration, and apply for and ob-
tain the patent. Where the inventor
dies during the time intervening be-
tween the filing of the application and
the granting of a patent thereon, the
letters patent may be issued to the
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legal representative upon proper inter-
vention.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2709, Jan. 20, 1983]

§1.43 When the inventor is insane or
legally incapacitated.

In case an inventor is insane or oth-
erwise legally incapacitated, the legal
representative (guardian, conservator,
etc.) of such inventor may make the
necessary oath or declaration, and
apply for and obtain the patent.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2709, Jan. 20, 1983]

§1.44 Proof of authority.

In the cases mentioned in §§1.42 and
1.43, proof of the power or authority of
the legal representative must be re-
corded in the Patent and Trademark
Office or filed in the application before
the grant of a patent.

(35 U.S.C. 6, 111, 116, 117, 118)

§1.45 Joint inventors.

(a) Joint inventors must apply for a
patent jointly and each must make the
required oath or declaration: neither of
them alone, nor less than the entire
number, can apply for a patent for an
invention invented by them jointly, ex-
cept as provided in §1.47.

(b) Inventors may apply for a patent
jointly even though

(1) They did not physically work to-
gether or at the same time,

(2) Each inventor did not make the
same type or amount of contribution,
or

(3) Each inventor did not make a con-
tribution to the subject matter of
every claim of the application.

(c) If multiple inventors are named in
a nonprovisional application, each
named inventor must have made a con-
tribution, individually or jointly, to
the subject matter of at least one
claim of the application and the appli-
cation will be considered to be a joint
application under 35 U.S.C. 116. If mul-
tiple inventors are named in a provi-
sional application, each named inven-
tor must have made a contribution, in-
dividually or jointly, to the subject
matter disclosed in the provisional ap-
plication and the provisional applica-
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tion will be considered to be a joint ap-
plication under 35 U.S.C. 116.

(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2709, Jan. 20, 1983, as amended at 50
FR 9379, Mar. 7, 1985; 60 FR 20222, Apr. 25,
1995]

§1.46 Assigned inventions and patents.

In case the whole or a part interest
in the invention or in the patent to be
issued is assigned, the application must
still be made or authorized to be made,
and an oath or declaration signed, by
the inventor or one of the persons men-
tioned in §1.42, 1.43, or 1.47. However,
the patent may be issued to the as-
signee or jointly to the inventor and
the assignee as provided in §3.81.

(35 U.S.C. 6, Pub. L. 97-247)
[57 FR 29642, July 6, 1992]

§1.47 Filing when an inventor refuses
to sign or cannot be reached.

(a) If a joint inventor refuses to join
in an application for patent or cannot
be found or reached after diligent ef-
fort, the application may be made by
the other inventor on behalf of himself
or herself and the nonsigning inventor.
The oath or declaration in such an ap-
plication must be accompanied by a pe-
tition including proof of the pertinent
facts, the fee set forth in §1.17(i) and
the last known address of the non-
signing inventor. The Patent and
Trademark Office shall, except in a
continued prosecution application
under §1.53(d), forward notice of the fil-
ing of the application to the non-
signing inventor at said address and
publish notice of the filing of the appli-
cation in the Official Gazette. The non-
signing inventor may subsequently join
in the application on filing an oath or
declaration complying with §1.63.

(b) Whenever all of the inventors
refuse to execute an application for
patent, or cannot be found or reached
after diligent effort, a person to whom
an inventor has assigned or agreed in
writing to assign the invention or who
otherwise shows sufficient proprietary
interest in the matter justifying such
action may make application for pat-
ent on behalf of and as agent for all the
inventors. The oath or declaration in
such an application must be accom-
panied by a petition including proof of
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the pertinent facts, a showing that
such action is necessary to preserve
the rights of the parties or to prevent
irreparable damage, the fee set forth in
§1.17(i), and the last known address of
all of the inventors. The Office shall,
except in a continued prosecution ap-
plication under §1.53(d), forward notice
of the filing of the application to all of
the inventors at the addresses stated in
the application and publish notice of
the filing of the application in the Offi-
cial Gazette. An inventor may subse-
quently join in the application on fil-
ing an oath or declaration complying
with §1.63.

[62 FR 53184, Oct. 10, 1997]

§1.48 Correction of inventorship in a
patent application, other than a re-
Issue application.

(a) If the inventive entity is set forth
in error in an executed §1.63 oath or
declaration in an application, other
than a reissue application, and such
error arose without any deceptive in-
tention on the part of the person
named as an inventor in error or on the
part of the person who through error
was not named as an inventor, the ap-
plication may be amended to name
only the actual inventor or inventors.
When the application is involved in an
interference, the amendment must
comply with the requirements of this
section and must be accompanied by a
motion under §1.634. Such amendment
must be accompanied by:

(1) A petition including a statement
from each person being added as an in-
ventor and from each person being de-
leted as an inventor that the error in
inventorship occurred without decep-
tive intention on his or her part;

(2) An oath or declaration by the ac-
tual inventor or inventors as required
by §1.63 or as permitted by 8§1.42, 1.43
or 1.47,

(3) The fee set forth in §1.17(i); and

(4) If an assignment has been exe-
cuted by any of the original named in-
ventors, the written consent of the as-
signee (see §3.73(b)).

(b) If the correct inventors are named
in a nonprovisional application, other
than a reissue application, and the
prosecution of the application results
in the amendment or cancellation of
claims so that fewer than all of the
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currently named inventors are the ac-
tual inventors of the invention being
claimed in the application, an amend-
ment must be filed deleting the name
or names of the person or persons who
are not inventors of the invention
being claimed. When the application is
involved in an interference, the amend-
ment must comply with the require-
ments of this section and must be ac-
companied by a motion under §1.634.
Such amendment must be accompanied
by:
(1) A petition including a statement
identifying each named inventor who is
being deleted and acknowledging that
the inventor’s invention is no longer
being claimed in the application; and

(2) The fee set forth in §1.17(i).

(c) If a nonprovisional application,
other than a reissue application, dis-
closes unclaimed subject matter by an
inventor or inventors not named in the
application, the application may be
amended to add claims to the subject
matter and name the correct inventors
for the application. When the applica-
tion is involved in an interference, the
amendment must comply with the re-
quirements of this section and must be
accompanied by a motion under §1.634.
Such amendment must be accompanied
by:
(1) A petition including a statement
from each person being added as an in-
ventor that the amendment is neces-
sitated by amendment of the claims
and that the inventorship error oc-
curred without deceptive intention on
his or her part;

(2) An oath or declaration by the ac-
tual inventor or inventors as required
by §1.63 or as permitted by 8§§1.42, 1.43
or 1.47;

(3) The fee set forth in §1.17(i); and

(4) If an assignment has been exe-
cuted by any of the original named in-
ventors, the written consent of the as-
signee (see §3.73(b)).

(d) If the name or names of an inven-
tor or inventors were omitted in a pro-
visional application through error
without any deceptive intention on the
part of the omitted inventor or inven-
tors, the provisional application may
be amended to add the name or names
of the omitted inventor or inventors.
Such amendment must be accompanied
by:
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(1) A petition including a statement
that the inventorship error occurred
without deceptive intention on the
part of the omitted inventor or inven-
tors; and

(2) The fee set forth in §1.17(q).

(e) If a person or persons were named
as an inventor or inventors in a provi-
sional application through error with-
out any deceptive intention on the part
of such person or persons, an amend-
ment may be filed in the provisional
application deleting the name or
names of the person or persons who
were erroneously named. Such amend-
ment must be accompanied by:

(1) A petition including a statement
by the person or persons whose name
or names are being deleted that the
inventorship error occurred without
deceptive intention on the part of such
person or persons;

(2) The fee set forth in §1.17(q); and

(3) If an assignment has been exe-
cuted by any of the original named in-
ventors, the written consent of the as-
signee (see §3.73(b)).

(1) If the correct inventor or inven-
tors are not named on filing a non-
provisional application under §1.53(b)
without an executed oath or declara-
tion under §1.63, the later submission
of an executed oath or declaration
under §1.63 during the pendency of the
application will act to correct the ear-
lier identification of inventorship.

(2) If the correct inventor or inven-
tors are not named on filing a provi-
sional application without a cover
sheet under §1.51(c)(1), the later sub-
mission of a cover sheet wunder
§1.51(c)(1) during the pendency of the
application will act to correct the ear-
lier identification of inventorship.

(g) The Office may require such other
information as may be deemed appro-
priate under the particular cir-
cumstances surrounding the correction
of inventorship.

[62 FR 53185, Oct. 10, 1997]
THE APPLICATION
§1.51 General requisites of an applica-
tion.

(a) Applications for patents must be
made to the Commissioner of Patents
and Trademarks.
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(b) A complete application filed
under §1.53(b) comprises:

(1) A specification as prescribed by 35
U.S.C. 112, including a claim or claims,
see 8§1.71 to 1.77;

(2) An oath or declaration, see §1.63
and §1.68;

(3) Drawings,
§§1.81 to 1.85; and

(4) The prescribed filing fee, see §1.16.

(c) A complete provisional applica-
tion filed under §1.53(c) comprises:

(1) A cover sheet identifying:

(i) The application as a provisional
application,

(if) The name or names of the inven-
tor or inventors, (see §1.41(a)(2)),

(iii) The residence of each named in-
ventor,

(iv) The title of the invention,

(v) The name and registration num-
ber of the attorney or agent (if applica-
ble),

(vi) The docket number used by the
person filing the application to iden-
tify the application (if applicable),

(vii) The correspondence address, and

(viii) The name of the U.S. Govern-
ment agency and Government contract
number (if the invention was made by
an agency of the U.S. Government or
under a contract with an agency of the
U.S. Government);

(2) A specification as prescribed by
the first paragraph of 35 U.S.C. 112, see
§1.71;

(3) Drawings,
§§1.81 to 1.85; and

(4) The prescribed filing fee, see §1.16.

(d) Applicants are encouraged to file
an information disclosure statement in
nonprovisional applications. See §1.97
and §1.98. No information disclosure
statement may be filed in a provisional
application.

[62 FR 53185, Oct. 10, 1997]

when necessary, see

when necessary, see

§1.52 Language, paper, writing, mar-
gins.

(a) The application, any amendments
or corrections thereto, and the oath or
declaration must be in the English lan-
guage except as provided for in §1.69
and paragraph (d) of this section, or be
accompanied by a translation of the
application and a translation of any
corrections or amendments into the
English language together with a
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statement that the translation is accu-
rate. All papers which are to become a
part of the permanent records of the
Patent and Trademark Office must be
legibly written either by a typewriter
or mechanical printer in permanent
dark ink or its equivalent in portrait
orientation on flexible, strong, smooth,
non-shiny, durable, and white paper.
All of the application papers must be
presented in a form having sufficient
clarity and contrast between the paper
and the writing thereon to permit the
direct reproduction of readily legible
copies in any number by use of photo-
graphic, electrostatic, photo-offset,
and microfilming processes and elec-
tronic reproduction by use of digital
imaging and optical character recogni-
tion. If the papers are not of the re-
quired quality, substitute typewritten
or mechanically printed papers of suit-
able quality will be required. See §1.125
for filing substitute typewritten or me-
chanically printed papers constituting
a substitute specification when re-
quired by the Office.

(b) Except for drawings, the applica-
tion papers (specification, including
claims, abstract, oath or declaration,
and papers as provided for in this part)
and also papers subsequently filed,
must have each page plainly written on
only one side of a sheet of paper, with
the claim or claims commencing on a
separate sheet and the abstract com-
mencing on a separate sheet. See
§§1.72(b) and 1.75(h). The sheets of
paper must be the same size and either
21.0 cm. by 29.7 cm. (DIN size A4) or 21.6
cm. by 27.9 cm. (8%2 by 11 inches). Each
sheet must include a top margin of at
least 2.0 cm. (34 inch), a left side mar-
gin of at least 2.5 cm. (1 inch), a right
side margin of at least 2.0 cm. (% inch),
and a bottom margin of at least 2.0 cm.
(¥ inch), and no holes should be made
in the sheets as submitted. The lines of
the specification, and any amendments
to the specification, must be 1%z or dou-
ble spaced. The pages of the specifica-
tion including claims and abstract
must be numbered consecutively, start-
ing with 1, the numbers being centrally
located above or preferably, below, the
text. See §1.84 for drawings.

(c) Any interlineation, erasure, can-
cellation or other alteration of the ap-

35

§1.53

plication papers filed should be made
on or before the signing of any accom-
panying oath or declaration pursuant
to §1.63 referring to those application
papers and should be dated and ini-
tialed or signed by the applicant on the
same sheet of paper. Application papers
containing alterations made after the
signing of an oath or declaration refer-
ring to those application papers must
be supported by a supplemental oath or
declaration under §1.67(c). After the
signing of the oath or declaration re-
ferring to the application papers,
amendments may only be made in the
manner provided by §1.121.

(d) An application may be filed in a
language other than English. An
English translation of the non-English-
language application, a statement that
the translation is accurate, and the fee
set forth in §1.17(K) are required to be
filed with the application or within
such time as may be set by the Office.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub.
L. 97-247; 15 U.S.C. 1113, 1123)

[43 FR 20462, May. 11, 1978, as amended at 47
FR 41275, Sept. 17, 1982; 48 FR 2709, Jan. 20,
1983; 49 FR 554, Jan. 4, 1984; 57 FR 2033, Jan.
17, 1992; 61 FR 42803, Aug. 19, 1996; 62 FR 53186,
Oct. 10, 1997]

§1.53 Application number, filing date,
and completion of application.

(a) Application number. Any papers re-
ceived in the Patent and Trademark
Office which purport to be an applica-
tion for a patent will be assigned an ap-
plication number for identification
purposes.

(b) Application filing requirements—
Nonprovisional application. The filing
date of an application for patent filed
under this section, except for a provi-
sional application under paragraph (c)
of this section or a continued prosecu-
tion application under paragraph (d) of
this section, is the date on which a
specification as prescribed by 35 U.S.C.
112 containing a description pursuant
to §1.71 and at least one claim pursu-
ant to §1.75, and any drawing required
by §1.81(a) are filed in the Patent and
Trademark Office. No new matter may
be introduced into an application after
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its filing date. A continuing applica-
tion, which may be a continuation, di-
visional, or continuation-in-part appli-
cation, may be filed under the condi-
tions specified in 35 U.S.C. 120, 121 or
365(c) and §1.78(a).

(1) A continuation or divisional appli-
cation that names as inventors the
same or fewer than all of the inventors
named in the prior application may be
filed under this paragraph or paragraph
(d) of this section.

(2) A continuation-in-part applica-
tion (which may disclose and claim
subject matter not disclosed in the
prior application) or a continuation or
divisional application naming an in-
ventor not named in the prior applica-
tion must be filed under this para-
graph.

(c) Application filing requirements—
Provisional application. The filing date
of a provisional application is the date
on which a specification as prescribed
by the first paragraph of 35 U.S.C. 112,
and any drawing required by §1.81(a)
are filed in the Patent and Trademark
Office. No amendment, other than to
make the provisional application com-
ply with the patent statute and all ap-
plicable regulations, may be made to
the provisional application after the
filing date of the provisional applica-
tion.

(1) A provisional application must
also include the cover sheet required
by §1.51(c)(1) or a cover letter identi-
fying the application as a provisional
application. Otherwise, the application
will be treated as an application filed
under paragraph (b) of this section.

(2) An application for patent filed
under paragraph (b) of this section may
be converted to a provisional applica-
tion and be accorded the original filing
date of the application filed under
paragraph (b) of this section,

(i) Provided that a petition request-
ing the conversion, with the fee set
forth in §1.17(q), is filed prior to the
earliest of:

(A) Abandonment of the application
filed under paragraph (b) of this sec-
tion;

(B) Payment of the issue fee on the
application filed under paragraph (b) of
this section;
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(C) Expiration of twelve months after
the filing date of the application filed
under paragraph (b) of this section; or

(D) The filing of a request for a statu-
tory invention registration under
§1.293 in the application filed under
paragraph (b) of this section.

(ii) The grant of any such petition
will not entitle applicant to a refund of
the fees which were properly paid in
the application filed under paragraph
(b) of this section.

(3) A provisional application is not
entitled to the right of priority under
35 U.S.C. 119 or 365(a) or §1.55, or to the
benefit of an earlier filing date under 35
U.S.C. 120, 121 or 365(c) or §1.78 of any
other application. No claim for priority
under §1.78(a)(3) may be made in a de-
sign application based on a provisional
application. No request under §1.293 for
a statutory invention registration may
be filed in a provisional application.
The requirements of §§1.821 through
1.825 regarding application disclosures
containing nucleotide and/or amino
acid sequences are not mandatory for
provisional applications.

(d) Application filing requirements—
Continued prosecution (nonprovisional)
application. (1) A continuation or divi-
sional application (but not a continu-
ation-in-part) of a prior nonprovisional
application may be filed as a continued
prosecution application under this
paragraph, provided that:

(i) The prior nonprovisional applica-
tion is either:

(A) Complete as defined by §1.51(b);
or

(B) The national stage of an inter-
national application in compliance
with 35 U.S.C. 371; and

(ii) The application under this para-
graph is filed before the earliest of:

(A) Payment of the issue fee on the
prior application, unless a petition
under §1.313(b)(5) is granted in the
prior application;

(B) Abandonment of the prior appli-
cation; or

(C) Termination of proceedings on
the prior application.

(2) The filing date of a continued
prosecution application is the date on
which a request on a separate paper for
an application under this paragraph is
filed. An application filed under this
paragraph:
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(i) Must identify the prior applica-
tion;

(ii) Discloses and claims only subject
matter disclosed in the prior applica-
tion;

(iii) Names as inventors the same in-
ventors named in the prior application
on the date the application under this
paragraph was filed, except as provided
in paragraph (d)(4) of this section;

(iv) Includes the request for an appli-
cation under this paragraph, will uti-
lize the file jacket and contents of the
prior application, including the speci-
fication, drawings and oath or declara-
tion from the prior application, to con-
stitute the new application, and will be
assigned the application number of the
prior application for identification pur-
poses; and

(v) Is a request to expressly abandon
the prior application as of the filing
date of the request for an application
under this paragraph.

(3) The filing fee for a continued pros-
ecution application filed under this
paragraph is:

(i) The basic filing fee as set forth in
§1.16; and

(ii) Any additional §1.16 fee due based
on the number of claims remaining in
the application after entry of any
amendment accompanying the request
for an application under this paragraph
and entry of any amendments under
§1.116 unentered in the prior applica-
tion which applicant has requested to
be entered in the continued prosecu-
tion application.

(4) An application filed under this
paragraph may be filed by fewer than
all the inventors named in the prior ap-
plication, provided that the request for
an application under this paragraph
when filed is accompanied by a state-
ment requesting deletion of the name
or names of the person or persons who
are not inventors of the invention
being claimed in the new application.
No person may be named as an inven-
tor in an application filed under this
paragraph who was not named as an in-
ventor in the prior application on the
date the application under this para-
graph was filed, except by way of a pe-
tition under §1.48.

(5) Any new change must be made in
the form of an amendment to the prior
application as it existed prior to the
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filing of an application under this para-
graph. No amendment in an application
under this paragraph (a continued pros-
ecution application) may introduce
new matter or matter that would have
been new matter in the prior applica-
tion. Any new specification filed with
the request for an application under
this paragraph will not be considered
part of the original application papers,
but will be treated as a substitute spec-
ification in accordance with §1.125.

(6) The filing of a continued prosecu-
tion application under this paragraph
will be construed to include a waiver of
confidentiality by the applicant under
35 U.S.C. 122 to the extent that any
member of the public, who is entitled
under the provisions of §1.14 to access
to, copies of, or information concerning
either the prior application or any con-
tinuing application filed under the pro-
visions of this paragraph, may be given
similar access to, copies of, or similar
information concerning the other ap-
plication or applications in the file
jacket.

(7) A request for an application under
this paragraph is the specific reference
required by 35 U.S.C. 120 to every appli-
cation assigned the application number
identified in such request. No amend-
ment in an application under this para-
graph may delete this specific ref-
erence to any prior application.

(8) In addition to identifying the ap-
plication number of the prior applica-
tion, applicant should furnish in the re-
quest for an application under this
paragraph the following information
relating to the prior application to the
best of his or her ability:

(i) Title of invention;

(ii) Name of applicant(s); and

(iii) Correspondence address.

(9) Envelopes containing only re-
quests and fees for filing an application
under this paragraph should be marked
“Box CPA.” Requests for an applica-
tion under this paragraph filed by fac-
simile transmission should be clearly
marked ‘“‘Box CPA.”

(e) Failure to meet filing date require-
ments. (1) If an application deposited
under paragraph (b), (c), or (d) of this
section does not meet the requirements
of such paragraph to be entitled to a
filing date, applicant will be so noti-
fied, if a correspondence address has
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been provided, and given a time period
within which to correct the filing
error.

(2) Any request for review of a notifi-
cation pursuant to paragraph (e)(1) of
this section, or a notification that the
original application papers lack a por-
tion of the specification or drawing(s),
must be by way of a petition pursuant
to this paragraph. Any petition under
this paragraph must be accompanied
by the fee set forth in §1.17(i) in an ap-
plication filed under paragraphs (b) or
(d) of this section, and the fee set forth
in §1.17(q) in an application filed under
paragraph (c) of this section. In the ab-
sence of a timely (§1.181(f)) petition
pursuant to this paragraph, the filing
date of an application in which the ap-
plicant was notified of a filing error
pursuant to paragraph (e)(1) of this sec-
tion will be the date the filing error is
corrected.

(3) If an applicant is notified of a fil-
ing error pursuant to paragraph (e)(1)
of this section, but fails to correct the
filing error within the given time pe-
riod or otherwise timely (§1.181(f)) take
action pursuant to this paragraph, pro-
ceedings in the application will be con-
sidered terminated. Where proceedings
in an application are terminated pursu-
ant to this paragraph, the application
may be disposed of, and any filing fees,
less the handling fee set forth in
§1.21(n), will be refunded.

(f) Completion of application subsequent
to filing—Nonprovisional (including con-
tinued prosecution) application. If an ap-
plication which has been accorded a fil-
ing date pursuant to paragraph (b) of
this section, including a continuation,
divisional, or continuation-in-part ap-
plication, does not include the appro-
priate filing fee or an oath or declara-
tion by the applicant pursuant to §1.63
or §1.175, or, if an application which
has been accorded a filing date pursu-
ant to paragraph (d) of this section
does not include the appropriate filing
fee, applicant will be so notified, if a
correspondence address has been pro-
vided, and given a period of time with-
in which to file the fee, oath or dec-
laration, and the surcharge as set forth
in §1.16(e) in order to prevent abandon-
ment of the application. See §1.63(d)
concerning the submission of a copy of
the oath or declaration from the prior
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application for a continuation or divi-
sional application. If the required fil-
ing fee is not timely paid, or if the
processing and retention fee set forth
in §1.21(I) is not paid within one year of
the date of mailing of the notification
required by this paragraph, the appli-
cation may be disposed of. The notifi-
cation pursuant to this paragraph may
be made simultaneously with any noti-
fication pursuant to paragraph (e) of
this section. If no correspondence ad-
dress is included in the application, ap-
plicant has two months from the filing
date to file the basic filing fee, the
oath or declaration in an application
under paragraph (b) of this section, and
the surcharge as set forth in §1.16(e) in
order to prevent abandonment of the
application; or, if no basic filing fee
has been paid, one year from the filing
date to pay the processing and reten-
tion fee set forth in §1.21(1) to prevent
disposal of the application.

(g) Completion of application subse-
quent to filing—Provisional application.
If a provisional application which has
been accorded a filing date pursuant to
paragraph (c) of this section does not
include the appropriate filing fee or the
cover sheet required by §1.51(c)(1), ap-
plicant will be so notified, if a cor-
respondence address has been provided,
and given a period of time within
which to file the fee, cover sheet, and
the surcharge as set forth in §1.16(1) in
order to prevent abandonment of the
application. If the required filing fee is
not timely paid, the application may
be disposed of. The notification pursu-
ant to this paragraph may be made si-
multaneously with any notification
pursuant to paragraph (e) of this sec-
tion. If no correspondence address is in-
cluded in the application, applicant has
two months from the filing date to file
the basic filing fee, cover sheet, and
the surcharge as set forth in §1.16(1) in
order to prevent abandonment of the
application.

(h) Subsequent treatment of applica-
tion—Nonprovisional (including contin-
ued prosecution) application. An applica-
tion for a patent filed under paragraphs
(b) or (d) of this section will not be
placed on the files for examination
until all its required parts, complying
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with the rules relating thereto, are re-
ceived, except that certain minor infor-
malities may be waived subject to sub-
sequent correction whenever required.

(i) Subsequent treatment of applica-
tion—Provisional application. A provi-
sional application for a patent filed
under paragraph (c) of this section will
not be placed on the files for examina-
tion and will become abandoned no
later than twelve months after its fil-
ing date pursuant to 35 U.S.C. 111(b)(1).

(J) Filing date of international applica-
tion. The filing date of an international
application designating the United
States of America is treated as the fil-
ing date in the United States of Amer-
ica under PCT Article 11(3), except as
provided in 35 U.S.C. 102(e).

[62 FR 53186, Oct. 10, 1997, as amended at 63
FR 5734, Feb. 4, 1998]

§1.54 Parts of application to be filed
together; filing receipt.

(a) It is desirable that all parts of the
complete application be deposited in
the Office together; otherwise, a letter
must accompany each part, accurately
and clearly connecting it with the
other parts of the application. See §1.53
(f) and (g) with regard to completion of
an application.

(b) Applicant will be informed of the
application number and filing date by a
filing receipt, unless the application is
an application filed under §1.53(d).

[62 FR 53188, Oct. 10, 1997]

§1.55 Claim for foreign priority.

(a) An applicant in a nonprovisional
application may claim the benefit of
the filing date of one or more prior for-
eign applications under the conditions
specified in 35 U.S.C. 119 (a) through (d)
and 172. The claim to priority need be
in no special form and may be made by
the attorney or agent if the foreign ap-
plication is referred to in the oath or
declaration as required by §1.63. The
claim for priority and the certified
copy of the foreign application speci-
fied in 35 U.S.C. 119(b) must be filed in
the case of an interference (§1.630),
when necessary to overcome the date
of a reference relied upon by the exam-
iner, when specifically required by the
examiner, and in all other situations,
before the patent is granted. If the
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claim for priority or the certified copy
of the foreign application is filed after
the date the issue fee is paid, it must
be accompanied by a petition request-
ing entry and by the fee set forth in
§1.17(i). If the certified copy is not in
the English language, a translation
need not be filed except in the case of
interference; or when necessary to
overcome the date of a reference relied
upon by the examiner; or when specifi-
cally required by the examiner, in
which event an English language trans-
lation must be filed together with a
statement that the translation of the
certified copy is accurate.

(b) An applicant in a nonprovisional
application may under certain cir-
cumstances claim priority on the basis
of one or more applications for an in-
ventor’s certificate in a country grant-
ing both inventor’s certificates and
patents. To claim the right of priority
on the basis of an application for an in-
ventor’s certificate in such a country
under 35 U.S.C. 119(d), the applicant
when submitting a claim for such right
as specified in paragraph (a) of this sec-
tion, shall include an affidavit or dec-
laration. The affidavit or declaration
must include a specific statement that,
upon an investigation, he or she is sat-
isfied that to the best of his or her
knowledge, the applicant, when filing
the application for the inventor’s cer-
tificate, had the option to file an appli-
cation for either a patent or an inven-
tor’s certificate as to the subject mat-
ter of the identified claim or claims
forming the basis for the claim of pri-
ority.

[60 FR 20224, Apr. 25, 1995, as amended at 62
FR 53188, Oct. 10, 1997]

§1.56 Duty to disclose information ma-
terial to patentability.

(a) A patent by its very nature is af-
fected with a public interest. The pub-
lic interest is best served, and the most
effective patent examination occurs
when, at the time an application is
being examined, the Office is aware of
and evaluates the teachings of all in-
formation material to patentability.
Each individual associated with the fil-
ing and prosecution of a patent appli-
cation has a duty of candor and good
faith in dealing with the Office, which
includes a duty to disclose to the Office
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all information known to that indi-
vidual to be material to patentability
as defined in this section. The duty to
disclose information exists with re-
spect to each pending claim until the
claim is cancelled or withdrawn from
consideration, or the application be-
comes abandoned. Information mate-
rial to the patentability of a claim that
is cancelled or withdrawn from consid-
eration need not be submitted if the in-
formation is not material to the pat-
entability of any claim remaining
under consideration in the application.
There is no duty to submit information
which is not material to the patent-
ability of any existing claim. The duty
to disclose all information known to be
material to patentability is deemed to
be satisfied if all information known to
be material to patentability of any
claim issued in a patent was cited by
the Office or submitted to the Office in
the manner prescribed by §§1.97(b)-(d)
and 1.98. However, no patent will be
granted on an application in connec-
tion with which fraud on the Office was
practiced or attempted or the duty of
disclosure was violated through bad
faith or intentional misconduct. The
Office encourages applicants to care-
fully examine:

(1) Prior art cited in search reports of
a foreign patent office in a counterpart
application, and

(2) The closest information over
which individuals associated with the
filing or prosecution of a patent appli-
cation believe any pending claim
patentably defines, to make sure that
any material information contained
therein is disclosed to the Office.

(b) Under this section, information is
material to patentability when it is
not cumulative to information already
of record or being made of record in the
application, and

(1) It establishes, by itself or in com-
bination with other information, a
prima facie case of unpatentability of a
claim; or

(2) It refutes, or is inconsistent with,
a position the applicant takes in:

(i) Opposing an argument of
unpatentability relied on by the Office,
or

(i) Asserting an argument of patent-
ability.
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A prima facie case of unpatentability
is established when the information
compels a conclusion that a claim is